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CHAPTER 2 

DISTINCTIVENESS 

What characteristic must a mark have in order to receive 

trademark protection?  Consider two hypotheticals as you think 

through an answer to this question.  Suppose that a business sells 

apples.  The business uses the word APPLE on all the containers of 

apples that it sells.  Should the business receive trademark 

protection for its use of the word APPLE?  What would be the 

problem with recognizing trademark protection for the word 

APPLE in that situation?  Now suppose that a business sells 

computers.  The business uses the word APPLE on all computers 

that it sells.  Should the business receive trademark protection for 

its use of the word APPLE in that situation?  What is the difference 

between the two situations?  Why should APPLE not be available 

as a trademark for the business selling apples but should be 

available as a trademark for the business selling computers? 

These hypotheticals illustrate the need for distinctiveness in a 

mark.  The meaning of the mark must be sufficiently distinct from 

the good or service with which it is associated.  To better 

understand this requirement of distinctiveness, we must also 

understand the function of a trademark—source identification.  

Source Identification 

The function of trademark is to enable consumers to identify the 

source of a good.  The term source means the person or business 

that manufactures, sells, or sponsors a good.  A mark’s indication 

of source enables consumers to distinguish between goods.  For 

instance, we distinguish NIKE shoes from REEBOK shoes because 

of the marks that each employs to indicate their respective 

manufacturers.  NIKE indicates a particular manufacturer of 

shoes, and REEBOK indicates a different one.  This function of 

source identification is possible only if the meaning of the mark is 

distinct from the meaning of the good.  REEBOK does not mean 
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shoe, so consumers perceive the mark to be representing source.  

Likewise, APPLE is distinct in meaning from computer.  In this 

way, marks that are distinct in meaning from their goods fulfill the 

function of trademark law—source identification. 

Source identification is not possible where a mark is perceived as 

describing the good itself, rather than the source of the good.  For 

instance, if a shoe company were to use SHOE as its mark, 

consumers would understand the mark to be describing the good 

itself rather than describing the manufacturer of the good.  

Regardless of the shoe company’s intent, SHOE would not be 

identifying source, but instead would be identifying the good that 

the shoe company sells—shoes.  Thus, the meaning of a mark (e.g., 

APPLE or SHOE) must be distinct from the meaning of the good; 

otherwise consumers will understand the mark to be describing the 

good rather than indicating the source of the good.   

Examples 

HONDA is a word that identifies an automobile manufacturer.  The 

word HONDA serves to distinguish the particular type of car from 

other cars in the marketplace.  So HONDA does not identify the car 

itself, but rather the source of the car.  The meaning of HONDA is 

distinct from the meaning of the good (i.e., the car) to which it is 

attached.  By contrast, the words MACHINE or SEDAN have 

meanings that identify the car itself.  They are not distinct from the 

meaning of the good (i.e., the car).  They could not receive 

trademark protection. 

This Chapter examines the distinctiveness requirement as it 

relates to souce identification for two different types of mark: (1) 

words; and (2) non-word symbols. 

A. WORD MARKS 

With respect to the meaning of a mark and the good that it 

represents, words can have different degrees of distinctiveness 

when functioning as a trademark.  Some words may be very 

distinct; some may be merely somewhat distinct; and some may 
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lack any distinctiveness at all.  Furthermore, the distinctiveness of 

a mark may change over time: the public might use a mark over 

time in a way that causes the mark to lose it earlier distinctive 

meaning.  Section 1 of this Part describes the different degrees and 

categories of distinctiveness.  Section 2 explains the process of how 

a mark may lose its distinctiveness over time.  

1. CATEGORIES OF DISTINCTIVENESS 

Words fall into one of three basic categories of distinctiveness: (1) 

inherent distinctiveness; (2) acquired distinctiveness; and (3) 

generic.  These categories determine whether trademark protection 

exists for a mark. 

(1) Inherent Distinctiveness 

A word that is inherently distinct has a meaning that—in relation 

to the good that it represents—only communicates source.  Stated 

another way, a word is inherently distinctive if that word’s 

“intrinsic nature serves to identify a particular source.”1  For 

example, once again consider the computer company that uses the 

mark APPLE to sell its computers.  The meaning of APPLE is a 

certain kind of fruit; the meaning of COMPUTER is a kind of digital 

machine.  Therefore, the meaning of the word APPLE is entirely 

distinct from the meaning of the good that it is used to represent.  

Apples are nothing like computers.  So in the context of computers, 

consumers will not understand APPLE to be describing the good for 

sale; rather, they will understand APPLE to be indicating the 

source of the goods.  The distinction in meaning between the mark 

(APPLE) and the good (computers) makes consumers automatically 

perceive APPLE’s indication of source.  APPLE is thus inherently 

distinctive. 

There are two sub-categories of inherently distinctive marks: (1) 

arbitrary or fanciful and (2) suggestive. 

                                                   

1 Two Pesos v. Taco Cabana, 505 U.S. 763, 768 (1992). 
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(a) Arbitrary or Fanciful 

The first sub-category of inherently distinctive marks consists of 

marks that are either arbitrary or fanciful.  An arbitrary mark 

has a meaning that does not relate to the meaning of the good that 

it identifies.  Again, APPLE as a mark for computers is an example 

of this.  So is CAMEL for cigarettes.  There is no relationship 

between the meaning of the mark and the meaning of the good; the 

meanings have an arbitrary relationship. 

A fanciful mark is a mark that has been created for its trademark 

function.  ADIDAS has no meaning other than its representation of 

the shoe manufacturer.  Other examples include KODAK for film, 

CLOROX for bleach, and IKEA for furniture.  The mark owner has 

created these words solely to identify brand.  They are inherently 

distinct as fanciful marks. 

(b) Suggestive 

The second sub-category of inherently distinctive marks consists of 

suggestive marks.  A suggestive mark suggests some sort of 

characteristic or attribute about the good or service it represents.  

A suggestive mark requires a mental inference to understand the 

connection between the meaning of the word and the meaning of 

the good.  That is, it requires imagination or thought to understand 

how the mark relates to the goods it represents.  Examples include 

TIDE for laundry detergent, GREYHOUND for a bus company, and 

ORBITZ for a travel website. 

(2) Acquired Distinctiveness 

Words that describe a characteristic of the product do not usually 

convey information that identifies the source of the product.  But 

over time, such descriptive words may come to be perceived as 

communicating the source of the good that the word is describing.  

Marks that gain this source-identifying meaning over time are 

called merely descriptive marks.  Without gaining this meaning 

over time, such words would directly communicate a characteristic, 

an attribute, or a quality of the good.  After gaining that meaning, 

they communicate source and are protected marks. 
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Examples 

Consider PARK ’N FLY.  The PARK ’N FLY words describe the 

service of a company that offers long-term parking near an airport.  

The meaning of the words, PARK ’N FLY, relative to the meaning 

of the service offered, is not sufficiently distinct to inherently 

identify a brand.  Yet over time, consumers have come to associate 

PARK ’N FLY as identifying a brand of parking lot—not merely a 

description of the parking lot.  The words have acquired, through 

their use in commerce, a meaning that is distinct from the service 

itself, identifying the source of the service.  

Other examples of marks that reflect acquired distinctiveness 

include BURGER KING as words describing a restaurant and 

TOYS ‘R’ US as words describing a company that sells toys.  

Standing alone, these words seem only to describe characteristics 

of these respective businesses.  Only through experience has the 

public come to see them as representing particular brands of 

businesses. 

Secondary Meaning 

As already stated, a merely descriptive mark must acquire a source-

identifying meaning over time to gain trademark protection.  This 

acquired meaning we refer to as secondary meaning.  

Importantly, the term secondary here merely means development 

in time: the new meaning that indicates source or brand comes after 

the original meaning.  The term secondary does not mean less 

important.  Indeed, in order to gain trademark protection, the 

secondary meaning (or in other words, the meaning that 

communicates source) must become more prominent in the minds 

of the public than the original descriptive meaning.  Accordingly, 

when we observe AMERICAN AIRLINES, our understanding must 

be that those words communicate a brand of airline, rather than a 

description of the nation that the airline is located in.  Only if that 

understanding occurs will the words have acquired sufficient 

distinctiveness (i.e., secondary meaning) to be eligible for 

trademark protection.  
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Words other than those which are merely descriptive of a good may 

also require secondary meaning.  For instance, words that are 

deceptively misdescriptive, primarily geographically descriptive, 

and primarily a surname all require secondary meaning to gain 

trademark protection.  Note 5 after the Abercrombie case 

summarizes these other categories.  

(3) Generic 

A generic term has a meaning that, relative to the meaning of the 

good that it represents, refers to a general class of that good.  A 

generic term is commonly used to refer to the type of good.  It 

therefore identifies the entirety of the good rather than a mere 

characteristic or attribute of the good. 

Generic terms never receive trademark protection.  This rule makes 

sense in view of the fact that trademarks are supposed to represent 

the source of the good (i.e., a brand) rather than the good itself. 

Example 

Consider APPLE as a word that designates apples as a good for sale.  

The APPLE word signifies an entire class of fruit.  It is therefore 

describing what the product itself is—not merely a characteristic of 

the product.  Consequently, the meaning of APPLE cannot answer 

the question of who is the source of the group of apples for sale.2  So 

the word APPLE could never serve as a trademark to identify the 

source of particular apples because its meaning is generic relative 

to the meaning of apple as a good. 

Note that the same term (APPLE) may be generic for some products 

(a type of fruit) but not for other products (computers).  The 

distinctiveness of a term is relative to the meaning of the good. 

                                                   
2 The distinction between the good and the good’s producer is akin to the 

difference between the questions “Who are  you?” and “What are you?”  A 

trademark answers the question of who the product is.  A generic term answers 

the question of what the product is. See 1 J. THOMAS MCCARTHY, 

TRADEMARKS AND UNFAIR COMPETITION, § 12.01 (4th ed. 2016). 
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The case below, Abercrombie & Fitch Co. v. Hunting World, Inc., 

established this spectrum of categories for determining the 

distinctiveness of a mark.   

Abercrombie & Fitch Co. v. Hunting World, Inc. 
537 F.2d 4 (2d Cir. 1976) 

FRIENDLY, J.  

This action in the District Court for the Southern District of New York by 

Abercrombie & Fitch Company (A&F), owner of well-known stores at 

Madison Avenue and 45th Street in New York City and seven places in 

other states against Hunting World, Incorporated (HW), operator of a 

competing store on East 53rd Street, is for infringement of some of A&F's 

registered trademarks using the word “Safari.”  It has had a long and, for 

A&F, an unhappy history. On this appeal from a judgment which not only 

dismissed the complaint but canceled all of A&F's “Safari” registrations, 

including several that were not in suit, we relieve A&F of some of its 

unhappiness but not of all. 

I. 

The complaint, filed in January, 1970, after describing the general nature 

of A&F's business, reflecting its motto, “The Greatest Sporting Goods Store 

in the World,” alleged as follows: For many years A&F has used the mark 

“Safari” on articles exclusively offered and sold by it. . . . A&F has spent 

large sums of money in advertising and promoting products identified with 

its mark “Safari” and in policing its right in the mark, including the 

successful conduct of trademark infringement suits. HW, the complaint 

continued, has engaged in the retail marketing of sporting apparel 

including hats and shoes, some identified by use of “Safari” alone or by 

expressions such as “Minisafari” and “Safariland.”  Continuation of HW's 

acts would confuse and deceive the public and impair the distinct and 

unique quality of the plaintiff's trademark. A&F sought an injunction 

against infringement and an accounting for damages and profits. 

HW filed an answer and counterclaim. This alleged, inter alia, that “the 

word “safari” is an ordinary, common, descriptive, geographic, and generic 

word” which “is commonly used and understood by the public to mean and 

refer to a journey or expedition, especially for hunting or exploring in East 

Africa, and to the hunters, guides, men, animals, and equipment forming 
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such an expedition” and is not subject to exclusive appropriation as a 

trademark. . . .  

II. 

It will be useful at the outset to restate some basic principles of trademark 

law, which, although they should be familiar, tend to become lost in a 

welter of adjectives. 

The cases, and in some instances the Lanham Act, identify four different 

categories of terms with respect to trademark protection. Arrayed in an 

ascending order which roughly reflects their eligibility to trademark status 

and the degree of protection accorded, these classes are (1) generic, (2) 

descriptive, (3) suggestive, and (4) arbitrary or fanciful. The lines of 

demarcation, however, are not always bright.  Moreover, the difficulties 

are compounded because a term that is in one category for a particular 

product may be in quite a different one for another, because a term may 

shift from one category to another in light of differences in usage through 

time, because a term may have one meaning to one group of users and a 

different one to others, and because the same term may be put to different 

uses with respect to a single product.  In various ways, all of these 

complications are involved in the instant case. 

A generic term is one that refers, or has come to be understood as 

referring, to the genus of which the particular product is a species. At 

common law neither those terms which were generic nor those which were 

merely descriptive could become valid trademarks. . . . [T]he Lanham Act 

makes an important exception with respect to those merely descriptive 

terms which have acquired secondary meaning; it offers no such exception 

for generic marks. The Act provides for the cancellation of a registered 

mark if at any time it “becomes the common descriptive name of an article 

or substance.”  This means that even proof of secondary meaning, by 

virtue of which some “merely descriptive” marks may be registered, 

cannot transform a generic term into a subject for trademark. As explained 

in J. Kohnstam, Ltd. v. Louis Marx and Company,3 no matter how much 

money and effort the user of a generic term has poured into promoting the 

sale of its merchandise and what success it has achieved in securing 

public identification, it cannot deprive competing manufacturers of the 

product of the right to call an article by its name.   

                                                   

3 280 F.2d 437, 440 (1960). 
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We have recently had occasion to apply this doctrine of the impossibility 

of achieving trademark protection for a generic term.  The pervasiveness 

of the principle is illustrated by a series of well known cases holding that 

when a suggestive or fanciful term has become generic as a result of a 

manufacturer's own advertising efforts, trademark protection will be 

denied save for those markets where the term still has not become generic 

and a secondary meaning has been shown to continue.  A term may thus 

be generic in one market and descriptive or suggestive or fanciful in 

another. 

The term which is descriptive but not generic stands on a better basis. 

Although § 2(e) of the Lanham Act,4 forbids the registration of a mark 

which, when applied to the goods of the applicant, is “merely descriptive,” 

§ 2(f) removes a considerable part of the sting by providing that “except 

as expressly excluded in paragraphs (a)-(d) of this section, nothing in this 

chapter shall prevent the registration of a mark used by the applicant 

which has become distinctive of the applicant's goods in commerce” and 

that the Commissioner may accept, as prima facie evidence that the mark 

has become distinctive, proof of substantially exclusive and continuous 

use of the mark applied to the applicant's goods for five years preceding 

the application.  As indicated in the cases cited in the discussion of the 

unregistrability of generic terms, “common descriptive name,” as used in 

§§ 14(c) and 15(4), refers to generic terms applied to products and not to 

terms that are “merely descriptive.”  In the former case any claim to an 

exclusive right must be denied since this in effect would confer a monopoly 

not only of the mark but of the product by rendering a competitor unable 

effectively to name what it was endeavoring to sell.  In the latter case the 

law strikes the balance, with respect to registration, between the 

hardships to a competitor in hampering the use of an appropriate word 

and those to the owner who, having invested money and energy to endow 

a word with the good will adhering to his enterprise, would be deprived of 

the fruits of his efforts. 

The category of “suggestive” marks was spawned by the felt need to 

accord protection to marks that were neither exactly descriptive on the 

one hand nor truly fanciful on the other . . . . Having created the category 

the courts have had great difficulty in defining it.  Judge Learned Hand 

made the not very helpful statement: 

                                                   
4 15 U.S.C. § 1052. 
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It is quite impossible to get any rule out of the cases beyond this: 

That the validity of the mark ends where suggestion ends and 

description begins. 

Another court has observed, somewhat more usefully, that: 

A term is suggestive if it requires imagination, thought and 

perception to reach a conclusion as to the nature of goods. A term 

is descriptive if it forthwith conveys an immediate idea of the 

ingredients, qualities or characteristics of the goods. 

Also useful is the approach taken by this court . . . that the reason for 

restricting the protection accorded descriptive terms, namely the 

undesirability of preventing an entrant from using a descriptive term for 

his product, is much less forceful when the trademark is a suggestive word 

since, as Judge Lumbard wrote: 

The English language has a wealth of synonyms and related words 

with which to describe the qualities which manufacturers may 

wish to claim for their products and the ingenuity of the public 

relations profession supplies new words and slogans as they are 

needed. 

If a term is suggestive, it is entitled to registration without proof of 

secondary meaning.  Moreover, as held in the Season-All case, the 

decision of the Patent Office to register a mark without requiring proof of 

secondary meaning affords a rebuttable presumption that the mark is 

suggestive or arbitrary or fanciful rather than merely descriptive. 

It need hardly be added that fanciful or arbitrary terms enjoy all the rights 

accorded to suggestive terms as marks without the need of debating 

whether the term is “merely descriptive” and with ease of establishing 

infringement. 

In the light of these principles we must proceed to a decision of this case. 

III. 

… It is common ground that A&F could not apply “Safari” as a trademark 

for an expedition into the African wilderness. This would be a clear 

example of the use of “Safari” as a generic term. What is perhaps less 

obvious is that a word may have more than one generic use. The word 

“Safari” has become part of a family of generic terms which, although 

deriving no doubt from the original use of the word and reminiscent of its 

milieu, have come to be understood not as having to do with hunting in 
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Africa, but as terms within the language referring to contemporary 

American fashion apparel. These terms name the components of the 

safari outfit well-known to the clothing industry and its customers: the 

“Safari hat,” a broad flat-brimmed hat with a single, large band; the “Safari 

jacket,” a belted bush jacket with patch pockets and a buttoned shoulder 

loop; when the jacket is accompanied by pants, the combination is called 

the “Safari suit.”  Typically these items are khaki-colored. 

This outfit, and its components, were doubtless what [the district judge] 

had in mind when he found that the word “safari” in connection with 

wearing apparel is widely used by the general public and people in the 

trade.  The record abundantly supports the conclusion that many stores 

have advertised these items despite A&F's attempts to police its mark. In 

contrast, a search of the voluminous exhibits fails to disclose a single 

example of the use of “Safari,” by anyone other than A&F and HW, on 

merchandise for which A&F has registered “Safari” except for the safari 

outfit and its components as described above. 

What has been thus far established suffices to support the dismissal of 

the complaint with respect to many of the uses of “Safari” by HW. 

Describing a publication as a “Safariland Newsletter,” containing bulletins 

as to safari activity in Africa, was clearly a generic use which is 

nonenjoinable.  A&F also was not entitled to an injunction against HW's 

use of the word in advertising goods of the kind included in the safari outfit 

as described above. And if HW may advertise a hat of the kind worn on 

safaris as a safari hat, it may also advertise a similar hat with a smaller 

brim as a minisafari. Although the issue may be somewhat closer, the 

principle against giving trademark protection to a generic term also 

sustains the denial of an injunction against HW's use of “Safariland” as a 

name of a portion of its store devoted at least in part to the sale of clothing 

as to which the term “Safari” has become generic. …  

We thus hold that the district court was correct in dismissing the 

complaint. 

CASE COMPREHENSION 

1. What are the categories of marks that Judge Friendly 

outlines?  Which categories require secondary meaning? 
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2. What is secondary meaning?  How does a trademark 

proponent establish secondary meaning? 

3. Why does the court hold the term SAFARI to be generic?  

Would it have mattered if A&F were using SAFARI to sell 

vacuum cleaners instead of expedition apparel? 

BEYOND THE CASE 

4. Given the principles outlined in Abercrombie, within which 

category of distinctiveness does the word AMAZON fall (for 

the online vendor of goods)?  What about YOUTUBE for the 

online video posting site?  Or FACEBOOK?  What categories 

of distinctiveness apply for each of these examples? 

5.  Besides the descriptive category that Judge Friendly 

explains, other categories also require a showing of 

secondary meaning to establish trademark protection.  

Those other categories include: (1) deceptively 

misdescriptive; (2) primarily geographically descriptive; 

and (3) primarily a surname.  See 15 U.S.C. § 1502.   

A word is deceptively misdescriptive if it inaccurately 

describes the good.  An example is the term TITANIUM on 

recreational vehicles that are not actually made of titanium.  

Importantly, a word that is deceptively misdescriptive does 

not generally affect consumers’ decision to purchase the 

good.  By a contrast, a word that is simply deceptive does 

affect the purchasing decision.  Deceptive marks never 

receive trademark protection. 

A term is primarily geographically descriptive if consumers 

would understand that the purpose of the word is to describe 

the geographic area from where the good originates.  For 

instance, CALIFORNIA PIZZA KITCHEN has been held to 

be a primarily geographically descriptive term because 

consumers would expect that the restaurant originated in 
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California and likely uses recipes and possibly food from 

California. 

Note that if the word would be understood to describe where 

the good is from, and in fact it is not from there, then the 

term is primarily geographically deceptively misdescriptive.  

Such words cannot be registered for trademark protection. 

A word is primarily a surname if consumers would 

understand the word to be describing a surname of the 

source of the good (regardless of whether the person having 

the surname is actually associated with that company).  For 

instance, the term FORD, as used to represent the source of 

the automobiles, would be a term that is primarily a 

surname.   

Security Center, Ltd. v. First National Security 

Centers 
750 F.2d 1295 (5th Cir. 1985) 

REAVLEY, J. 

This case involves the susceptibility to trademark protection of the phrase 

“security center,” when used in reference to a business housing private 

storage vaults. The business in question also includes pick-up and delivery 

services, leasing office space, and mail services. 

The primary issue is whether the mark “security center” is so distinctive 

as to be protected under trademark law. The trial court held it to be a 

distinctive mark and accorded it protection. Finding that the name is not 

a protectable mark, we reverse the judgment of the court below and 

render judgment for First National Security Centers. 

I. BACKGROUND 

The Security Center opened in downtown New Orleans in the fall of 1980, 

and received nationwide publicity focusing on its fortress-like building, 

formerly the Federal Reserve Bank building. It was one of the first 

businesses to provide an array of services such as storage of valuables in 
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private vaults, the leasing of office space, pick-up and delivery services, 

and the receipt and forwarding of mail. 

In May 1982, the appellant began using the name First National Security 

Centers. In January 1983, a sign appeared at a construction site in 

Metairie, Louisiana, announcing to the public that the building under 

construction would house First National Security Centers. The services to 

be offered by First National were virtually identical with those of the 

Security Center. In December 1983, the Security Center sought to enjoin 

First National from using “security center(s)” in its name. . . . 

III. THE HALLMARKS OF THE TRADE 

Trademark cases often involve line drawing in areas that are inherently 

“fuzzy.” This case is no exception.  In order to bring these indistinct lines 

into better focus, this circuit has reduced the inquiry to two basic 

questions. The first is whether the plaintiff has a protectable property right 

in the name it seeks to defend from use by others. The second question—

and the ultimate issue—is infringement, as judged by likelihood of 

confusion. Only when a trademark rises to the level of trademark 

protectability—either by a showing that it is sufficiently distinctive or has 

acquired secondary meaning—does the question of likelihood of confusion 

become relevant. 

A. Protectability 

1. Distinctiveness 

To ascertain whether the mark is distinctive, we must first categorize it: Is 

the mark generic, descriptive, suggestive, or fanciful? These categories 

indicate different levels of protectability. Although they are meant to be 

mutually exclusive, they are spectrum-like and tend to merge 

imperceptibly from one to another. For this reason, they are difficult to 

define and, quite frequently, difficult to apply.  The lower court aptly noted 

that “security center” could be neither a generic nor a fanciful name, so 

our analysis must focus on determining whether it is descriptive or 

suggestive. 

[Our precedent] distinguishes descriptive from suggestive terms thus: 

A descriptive term identifies a characteristic or quality of an article 

or service and, though ordinarily not protectable, may become a 

valid trade name if it acquires a secondary meaning. A suggestive 

term suggests, rather than describes, a characteristic of the goods 

or services and requires an effort of the imagination by the 
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consumer in order to be understood as descriptive. A suggestive 

term requires no proof of secondary meaning in order to receive 

trade name protection. 

This distinction is widely accepted and has met with approval in other 

cases of this circuit.  

2. The Descriptive/Suggestive Paradigm 

From the caselaw we distill two overarching questions to be considered in 

determining whether a mark is descriptive or suggestive. First, we must 

inquire how much imagination is required on the consumer's part in trying 

to cull some indication from the mark about the qualities, characteristics, 

effect, purpose, or ingredients of the product or service. Second, we 

determine whether sellers of similar products are likely to use, or actually 

do use, the term in connection with their goods. The other questions 

elaborated by commentators and mentioned by the courts are subsumed 

within, and subordinated to, these larger questions. The weight of these 

two considerations, taken together, determines the proper classification 

of the mark. 

On the issue of imaginativeness, we read “security center[s]” without 

saddling the phrase with unlikely meanings to demonstrate that it is 

ambiguous, hence imaginative, hence suggestive. A plausible 

interpretation of the phrase—not in vacuo, but in its natural setting—would 

be “a center where security is afforded one's property.” To arrive at this 

definition, one must jettison all patently extraneous definitions of either 

“security” or “center.” Even so, the phrase is not unambiguous. It is less 

ambiguous, however, when one adds into the equation the context and 

environment in which the mark is used—the natural environment in which 

the consumer would meet with the phrase. Nevertheless, there is no 

reason why a descriptive phrase could not be ambiguous—many, if not 

most, are. 

To be descriptive, a term need only describe the essence of a business, 

rather than to spell out comprehensively all its adjunct services. The 

essence of both the Security Center and First National Security Centers is 

that they provide secured storage facilities. They also engage in various 

related activities, but safekeeping is the gist of the trade. No English word 

would “describe” all the activities engaged in; and yet this fact alone would 

not make the uncomprehensive term “security” suggestive, merely 

because it might take imagination to deduce that the other activities play 

a part in the business. Indeed, even the most fecund imagination might 
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not arrive at such a conclusion, though it might readily surmise accurately 

about certain characteristics of the business. For instance “center,” 

modified as it is by “security,” must needs be a place, probably a building. 

And “security,” vague though it is, does connote certain qualities and 

characteristics about this “center.” We conclude, then, that the mark, 

though hardly transparent, does give the unknowing consumer some idea 

of the function, quality, or components of the business. Still, we note that 

“security center” is just as likely to suggest a jail as a private vault. 

The imagination test might usefully be reversed by inquiring whether the 

first user has devised a term of some creativity or cleverness, as opposed 

to merely selecting a term that anyone might readily have chosen. (Any 

dunce could come up with a generic term, for example.) Creativity on the 

part of the mark's inventor is a correlative of imagination on the part of the 

consumer. With this correlative in mind, we have no hesitation in stating 

that only a modicum of creativity was needed to arrive at “security center” 

as a name for the business in question. The name is merely a coupling of 

two quite common English words, and the coupling itself exhibits little 

originality. 

We turn now to the issue whether those engaged in similar businesses 

have used the phrase, or are likely to do so. The fact that a term is not the 

only or even the most common name for a product is not determinative, 

for there is no legal foundation that a product can be described in only one 

fashion. . . .  

We look into actual and likely use of a mark in order to determine whether 

its protection, i.e., its exclusion from the language freely available for 

commercial use, interferes with competition among providers of the same 

product or service. The more users there are of a term, the more its 

protection in a given case would be commercially disruptive and unfair to 

competitors. Under our jurisprudence, the same holds true even for 

likelihood of use. Given the number of enterprises throughout the nation 

that use “security center” in some form, the burgeoning nature of the 

industry, and the evidently increasingly common generic use of the term 

in some form, it would disserve the public to sanction use of the term by 

only one business in a given region, when other words can readily be 

affixed to the term for purposes of differentiation and clarity as to source. 

When we consider the net effect of our two paramount concerns within 

the descriptive/suggestive paradigm—imaginativeness, and actual and 
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likely use of the mark—we are convinced that the scales are tipped 

decisively on the side of descriptiveness, hence nondistinctiveness. 

3. Secondary Meaning 

Even though the mark is descriptive, it may rise to the level of protectability 

if shown to have acquired secondary meaning, an established relation and 

following among consumers. The trial court, finding the mark to be 

suggestive, made no finding of fact on this issue. We conclude that the 

evidence presented at trial was not sufficient to raise a factual issue on 

secondary meaning; indeed, we find no evidence of secondary meaning 

aside from advertising. 

To establish secondary meaning, a plaintiff must show that the primary 

significance of the term in the mind of the consuming public is not the 

product but the producer. This court . . . identified five types of evidence 

that are considered in ascertaining whether secondary meaning has 

attached to a mark: (1) survey evidence; (2) the length and manner of use 

of the name; (3) the nature and extent of advertising and promotion of the 

name; (4) the volume of sales; and (5) instances of actual confusion.  

Of these types of evidence, the authorities are in agreement that survey 

evidence is the most direct and persuasive way of establishing secondary 

meaning. It is the most persuasive because the chief inquiry is the attitude 

of the consumer toward the mark; does it denote to him a “single thing 

coming from a single source”? Short of a survey, this is difficult of direct 

proof. . . .  

We find the hindrance here insurmountable, especially when considered 

with the paucity of other evidence purporting to show secondary meaning. 

The Security Center attempts to establish secondary meaning on the basis 

of sums spent in advertising, of the mark's use for two years before First 

National set up shop, and of First National's alleged imitation or 

appropriation of the mark. With regard to advertising, this court has held 

that the question is not the extent of the promotional efforts, but their 

effectiveness in altering the meaning of the trademark to the consuming 

public. 

Unless the public equates the entity with the service, there is no secondary 

meaning; it was the plaintiff's burden to demonstrate the likelihood that 

customers would mistakenly subscribe to defendant while thinking they 

were subscribing to plaintiff. From the documentation in the record, we 
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cannot infer that the advertising by the Security Center even approached 

the level of effectiveness that would give rise to secondary meaning. 

As to time spent in the market, this court has stated: “Although one party 

may have been successful in imbuing a name with secondary meaning in 

three short years, that does not mean that length of time alone is sufficient 

to establish secondary meaning.”  Finally, the Security Center has not 

adduced facts that even raise an issue whether First National 

appropriated the mark through imitation. 

The question of First National's intent in choosing its name merits further 

discussion. We are not unmindful of the role of connotation in the 

selection of trade names. Part of the trial judge's rationale was that 

“numerous terms exist which are used to describe the services offered by 

these parties.” In a footnote, he cites “safe” and “safe deposit” as two 

such terms. The court then comments, after noting that “First National” 

was chosen because it is associated with banks and therefore suggests 

stability: “Considering that Richards [First National's manager] hoped to 

profit from the use of ‘First National,’ it is not unlikely that he hoped to 

take advantage of any goodwill associated with The Security Center.” We 

cannot say that the record supports any such inference, or that First 

National's choice of either “First National” or “Security Center” in its name 

is in any way underhanded or improper. 

In sum, we hold that because “security center” is merely descriptive and 

not suggestive, it is not a distinctive mark that is inherently protectable.  

Further, it has not gained protection by the acquisition of secondary 

meaning. . . .   

Reversed and Remanded. 

CASE COMPREHENSION 

1. According to the appellate court, what is the test to 

determine whether a term is suggestive or merely 

descriptive?  Why was the district court incorrect to classify 

“Security Center” as suggestive? 
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2. How relevant in the distinctiveness analysis is the 

likelihood that a similar business in the trade will use the 

name? 

3. The court identifies five types of evidence that are relevant 

in the determination of secondary meaning: (1) survey 

evidence; (2) the length and manner of use of the name; (3) 

the nature and extent of advertising and promotion of the 

name; (4) the volume of sales; and (5) instances of actual 

confusion.  Of these types of evidence, which type is the most 

direct and persuasive way to establish secondary meaning?  

Why? 

4. If you were counsel for the Security Center, how would you 

advise your client to conduct its business to ensure that it 

both advertises its services through its name and secures 

trademark protection? 

5. The court recognizes that “[t]rademark cases often involve 

line drawing in areas that are inherently ‘fuzzy.’ ”  Why do 

you think the court describes the trademark analysis as 

inherently fuzzy?  What about trademark is different from 

other areas of the law in which judges must apply rules to 

facts?  Do  you agree with the court’s description? 

BEYOND THE CASE 

6. What is the scope of “descriptive”?  Consider the case of In 

re Major League Umpires, 60 U.S.P.Q.2d 1059, 1059 

(T.T.A.B. 2001), where three major league umpires chose 

the term MAJOR LEAGUE UMPIRE as a mark for sports 

clothing and equipment.  Which category of distinctiveness 

does that mark fall within?  The PTO denied trademark 

registration for the mark on the grounds that it was a 

merely descriptive mark that lacked secondary meaning.  

On appeal of the PTO decision, the Trademark Board held 

that the mark described who the provider of the goods were, 
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which was descriptive of the good, insufficiently distinct for 

trademark registration without secondary meaning.  Do you 

agree with that reasoning? 

7. Judge Learned Hand has observed the principle for 

distinguishing between suggestive and descriptive marks as 

follows: “It is quite impossible to get any rule out of the cases 

beyond this: That the validity of the mark ends where 

suggestion ends and description begins.”  Franklin Knitting 

Mills v. Fashionit Sweater Mills, 297 F. 247, 248 (S.D.N.Y. 

1923), aff’d, 4 F.2d 1018 (2d Cir. 1925) (per curiam).     

In contemplating Judge Hand’s assessment, consider the 

following questions:  Is COZY-WARM ENERGY SAVERS 

descriptive or suggestive for pajamas?  (The Second Circuit 

held it to be descriptive.)  See 20th Century Wear, Inc. v. 

Sanmark–Stardust Inc., 747 F.2d 81, 88 (2d Cir. 1984).   Or 

what about ACTION SLACKS for slacks designed for 

movement?  (The Trademark Board held it to be suggestive.)  

See Levi Strauss & Co. v. R. Josephs Sportswear Inc., 28 

U.S.P.Q.2d 1464, 1465 (T.T.A.B. 1988).  Or WEEK–AT–A–

GLANCE for a weekly appointment book?  (The district 

court held it to be suggestive.)  See Cullman Ventures, Inc. 

v. Columbian Art Works, Inc., 717 F. Supp. 96, 120 

(S.D.N.Y. 1989) (“[T]he trademark Week–At–A–Glance does 

not describe the format, contrary to the assertion of 

[Defendant].  As the testimony established, a weekly 

appointment book can have one week on each page, one 

week spread over two pages, or a shorter period of time such 

as five or four days spread over two pages.”).   
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2. GENERICIDE 

Just as marks can gain source-identifying meaning over time, 

marks can also lose that meaning over time.  When a distinctive 

mark loses its source-identifying meaning, it becomes generic.  The 

loss of distinctiveness happens because the meaning of the mark 

changes in the mind of the public.  In particular, the public uses the 

mark in a way that refers to the product itself rather than the 

source of the product.  Hence, marks may begin as a coined term—

i.e., inherently distinctive as a fanciful mark—but through the 

public’s use, they may come to designate the product itself.  This 

process of becoming generic through public use is informally 

referred to as genericide. 

Examples 

Genericide has claimed the meanings of ASPIRIN, TRAMPOLINE, 

THERMOS, and CELLOPHANE.  The manufacturers of these 

goods created these marks to indicate their respective brands.  Over 

time, however, the public used the marks to refer to the products 

themselves.  So, when you refer to trampoline, are you referring to 

the manufacturer of the jumping platform or are you referring to 

the jumping platform itself?  Today everyone would say the jumping 

platform itself, although TRAMPOLINE started out as a coined 

word that represented the brand of jumping platform.  How did this 

happen?  Answer: The jumping platform was a new device, so when 

the manufacturer named it TRAMPOLINE, there was no existing 

word to describe it.  In need of a word to call this new device, the 

public adopted TRAMPOLINE—the only word that the 

manufacturer provided to associate with the new device. 

In analyzing whether a mark has become generic, the controlling 

question is: What does the consuming public understand the word 

to mean?  The understanding of the consuming public controls the 

meaning—not the intent of the mark owner.  That said, actions of 

the mark owner may be relevant in a court’s determination of the 

public understanding.  In determining whether a mark has become 

generic, courts consider diligent efforts by mark owners to preserve 

the source-identifying function of their marks. 
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As you read the next case, consider whether the term TEFLON 

refers to a manufacturer of a non-stick coating for cookware, or 

alternatively, to the non-stick coating itself. 

E. I. DuPont de Nemours & Co. v. Yoshida 

International, Inc. 
393 F. Supp. 502 (E.D.N.Y. 1975) 

NEAHER, J.  

. . . Plaintiff, E. I. Du Pont de Nemours and Company (“DuPont”) is a 

Delaware corporation having its principal place of business in Wilmington, 

Delaware. Since 1946 DuPont has been the registered owner of the 

trademark TEFLON . . . . 

Defendant Yoshida International, Inc., now known as YKK Zipper (U.S.A.) 

Inc. [(“YKK”)], . . . has manufactured zippers for many years and is believed 

to be the world's largest manufacturer of such products. 

The controversy between the parties culminating in this litigation dates 

back to 1969. In that year, YKK first introduced to the American market a 

zipper made of nylon, which it called the “EFLON” zipper. When YKK 

thereafter sought to register the name EFLON in the United States Patent 

Office, DuPont promptly filed opposition proceedings, viewing EFLON as 

an infringement and a source of confusion with DuPont's TEFLON. . . .  

Origin and Use of TEFLON 

The name TEFLON was created by DuPont prior to 1946. It is a coined or 

invented term having no meaning in the English language except as a 

trademark denoting DuPont resins made from a chemical substance 

known as polytetra-fluoroethylene. That substance, a resinous solid 

material (hereinafter “TFE resin”), since its discovery by DuPont, has given 

rise to a family of chemical products. Continuously since 1944, DuPont 

has used TEFLON as a trademark in selling TFE dispersions and granular 

resins to a wide variety of industrial users and also within the DuPont 

Company for further processing and sale as non-stick TFE finishes for 

cookware and other products. . . . 

DuPont, of course, does not stand alone in the manufacture, promotion 

and sale of TFE resins and finishes. Two principal competitors in this field 
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are ICI America and Allied Chemical, which also advertise and sell a broad 

range of TFE products under their own brand names. Like DuPont, each 

has its own trademark, ICI selling its products under the name “FLUON” 

and Allied under the trademark “HALON.” 

In order to maintain the recognition and value of its TEFLON trademarks 

and seals, DuPont has over the years conducted a vigilant trademark 

education and protection program. Since most of the industrial buyers of 

DuPont's TFE resins use the TEFLON mark in advertising their own 

products, such customers receive guidance on correct trademark usage, 

not only with respect to publication and display advertising, but also 

regarding references to TEFLON in general business correspondence. 

DuPont salesmen and others who deal with buyers of TEFLON resins, 

finishes and fibers are instructed concerning trademark matters; a DuPont 

publication containing instructions on proper usage of the TEFLON 

trademark has been widely distributed among customers in connection 

with such efforts. 

DuPont's trademark protection program also includes extensive 

surveillance efforts by its legal and advertising departments as well as the 

outside advertising agency responsible for advertising TEFLON products. 

Whenever misuse of the mark is detected, it is promptly called to the 

misuser's attention. In the cookware trade particularly, DuPont's 

advertising agency, N. W. Ayer & Son, Inc., has maintained continuous 

watch over TEFLON usage in cookware advertising and has from time to 

time inserted protective trademark advertising in retailer-oriented 

publications such as Women's Wear Daily, Home Furnishings Daily, 

Discount Store News and similar journals, aimed principally at buyers of 

houseware and home furnishings. The main thrust of these is to impart to 

the general public the understanding that TEFLON symbolizes DuPont's 

non-stick finish. . . .  

[YKK argues that the TEFLON mark has become generic.  The court 

observes that the burden of showing genericness rests on YKK.] 

A mark is not generic merely because it has some significance to the public 

as an indication of the nature or class of an article.  In order to become 

generic the principal significance of the word must be its indication of the 

nature or class of an article, rather than an indication of its origin. 

To that test might be added the observation that because the defendants' 

burden is a heavy one, doubts should be resolved in favor of the trademark 
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owner, especially if he can demonstrate having taken appropriate action 

to counteract or resist indiscriminate use of the mark by the public. As 

plaintiff discovered in its loss of the Cellophane trademark, the basic 

question is ultimately one of the fact of transition—the public's reaction to 

a word—not one of the owner's intent. Thus, whether the transition is 

voluntary or involuntary on DuPont's part is not controlling.  

1. Evidentiary Examples of Generic Use 

. . . [YKK] introduced various advertisements and other published material 

as showing examples of generic use.  These do show many such examples, 

although “Teflon” is often capitalized, reflecting some minimal 

understanding of TEFLON as a trademark despite a failure to include a 

generic term like “coating” or “coated” with TEFLON. However, most of 

these individual instances of advertiser or industrial use have little 

probative value on overall public understanding.  Moreover, most are 

accompanied by letters, introduced by DuPont . . . , which underscore its 

vigilant efforts to correct generic use of TEFLON whenever it came to 

DuPont's attention. 

In summary, the isolated examples of generic use of TEFLON by the public 

fall far short of the burden placed on YKK to show that the mark has 

become generic. 

2. Survey Evidence of Generic Use 

YKK's principal proof of generic usage by the public comes from a second 

survey introduced into evidence.  That survey, actually two nationwide 

studies conducted by a reputable professional survey research 

organization, The Sorenson Group, Inc., in September 1972, is entitled 

“Awareness and Name Identification of Non-Stick Coating Concept.” 

The first study (“Survey I”) was conducted among adult women, 90.6% of 

whom expressed awareness of “kitchen pots and pans that have their 

inside surfaces coated by chemical substances to keep grease or food 

from sticking to them.” Of the aware respondents, 86.1% apparently 

mentioned only “TEFLON” or “TEFLON II” as their sole answer when asked, 

“What is the name . . . or names of these pots and pans . . .?”  Further, 

71.7% of the aware women gave only “TEFLON” or “TEFLON II” as the 

name they would use to describe the pots and pans to a store clerk or 

friend. The figure was 79.3% counting those who gave responses in 

addition to TEFLON or TEFLON II.  Only 7.3% of the aware women identified 

DuPont as the manufacturer of the pots and pans.  
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The second study (“Survey II”) was conducted among adult women, 89.4% 

of whom expressed some sort of awareness of “substances that 

manufacturers sometimes apply to the surfaces of certain products in 

order to prevent things from sticking to them.”  Of the aware respondents, 

81.4% apparently mentioned only “TEFLON” or “TEFLON II” as their sole 

answer when asked, “What name or names are these substances called . 

. .?” Further, 60% of the aware women gave only “TEFLON” or “TEFLON II” 

as the name they would use to describe the pots and pans to a store clerk 

or friend.  The figure was 70% counting those who gave other responses 

in addition to TEFLON or TEFLON II.  Only 9.1% of the aware women 

identified DuPont as the manufacturer of the substances.  Understandably 

enough, no one in either survey apparently ever mentioned poly-

tetrafluoroethylene. 

In response to these two surveys, DuPont introduced a . . . survey, 

conducted telephonically by Burke Marketing Research, Inc., virtually on 

the eve of trial. . . . [DuPont’s survey] was conducted among adults in a 

similar fashion. By using the example of “Chevrolet— automobile” the 

interviewer first explained the difference between a brand name and a 

common name, and then asked whether each of eight names, including 

TEFLON, was a brand name or a common name. The results, as shown in 

more detail in the margin, were that 68% of the respondents identified 

TEFLON as a brand name and 31% as a common name. . . . 

On a review of the exhibits, and especially the cross-examination of the 

author of YKK's surveys, Dr. Robert C. Sorensen, the court is satisfied that 

those surveys are ambiguous on the question of whether the responses 

truly reflect generic use of the TEFLON mark to the extent indicated. The 

fact is that the surveys do not really focus on the issue of the absence of 

trademark significance in public use of the word TEFLON. . . .  

The only survey which really gets down to this critical element of the case 

is [DuPont’s survey].  It stands unrebutted as evidence that, to the extent 

it accurately reflects public opinion, a substantial majority of the public 

continues to believe that TEFLON is a brand name. YKK criticizes the 

survey not for being unrepresentative, but for its failure to be tied to a 

particular product, and argues it is thus no evidence that TEFLON has 

trademark significance. That contention is without merit. In fact, the 

responses of the survey reveal that the public is quite good at sorting out 

brand names from common names, and, for TEFLON, answers the critical 

question left unanswered by the ambiguities inherent in [the YKK surveys] 
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— that of the principal significance of the TEFLON mark to the public.  Not 

only have defendants failed to show that TEFLON's principal significance 

is as a common noun, plaintiff has succeeded in showing it to be a “brand 

name”— an indicator, in the words of DuPont's questionnaire, of a product 

“made by one company.” 

3. DuPont's Affirmative Efforts 

The weakness of YKK's generic defense on the proof is further heightened 

by DuPont's extensive efforts to protect the distinctiveness of the TEFLON 

mark, reviewed in part I supra. Plaintiff contends that these “enormous” 

efforts serve to distinguish the results reached in the Bayer and Thermos 

cases and underscore the lesson it learned in the Cellophane case.  YKK 

does not dispute the extent of DuPont's vigilance but argues that “it makes 

no difference.”  While it is true that DuPont's efforts are not controlling and 

form no basis for disregarding the general Aspirin and Cellophane 

doctrine, they do serve to emphasize, as has been noted above, the gravity 

of defendants' burden, and point up some critical factors which help partly 

to explain the metamorphosis when it does occur. 

One important factor in cases finding the transformation to generic term 

complete has been the absence of the generic terms in the owner's own 

use of the trademark.  DuPont argues that, unlike the Thermos and 

Cellophane cases, DuPont has always tried to ensure that generic terms 

accompanied any use of the TEFLON mark, whether in its own advertising 

or elsewhere. The record of DuPont's protective efforts and YKK's 

examples of generic use lead the court to no contrary conclusion, and is 

conclusive against defendants on that point. 

Another, somewhat overlapping, faction is a considerable period of 

acquiescence by the trademark owner in generic use, possibly coupled 

with a failure to take adequate affirmative action to correct generic use 

thereafter.  In this case, there is no evidence that DuPont has been 

anything less than diligent in its efforts to protect the trademark 

significance of TEFLON from the outset, and continuously thereafter. 

The foregoing makes clear that, on the facts of this case, YKK was required 

to make a rather clear and convincing showing that the principal 

significance of the word TEFLON to the public is as a term for non-stick 

coatings and finishes rather than its trademark significance.  But no 

matter how defendant's burden is described, it simply has not been met 

on this record and the defense must fail.  
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CASE COMPREHENSION 

1. What efforts did Dupont make to attempt to preserve 

TEFLON as a protected mark? 

2. The court states that a “mark is not generic merely because 

it has some significance to the public as an indication of the 

nature or class of an article.”  How is this possible?  What 

must occur for a mark to become generic—other than some 

significance to the public as an indication of the nature or 

class of an article?  What is the distinction between “some 

significance” and “the principal significance”? 

3. How do actions taken by the trademark owner to preserve 

distinctiveness of a mark affect the evidentiary burden of 

the defendant to establish genericness of a mark?  

4. Why is the survey of DuPont superior to the surveys of 

YKK?  What are the problems with YKK’s evidentiary 

examples of generic use? 

BEYOND THE CASE 

5. Consider a company whose mark is beginning to become 

generic.  What would you advise that company to do in order 

to protect its mark?  One strategy that mark owners employ 

is to place generic descriptions after the mark in their 

advertisements.  For instance, the Johnson & Johnson 

company advertises its product as: “BAND-AID Brand 

Adhesive Bandages.”  How does the phrase “Brand Adhesive 

Bandages” immediately following the BAND-AID mark help 

to protect against genericide? 

6. In identifying whether a mark has become generic, some 

courts employ a test called the Who-Are-You/What-Are-You 

test.  See Yellow Cab Co. of Sacramento v. Yellow Cab Co. of 
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Elk Grove, 419 F.3d 925 (9th Cir. 2005).  The Ninth Circuit 

has explained:  

A mark answers the buyer’s questions ‘Who are 

you?’ ‘Where do you come from?’ ‘Who vouches for 

you?’ But the generic name of the product answers 

the question ‘What are you?’  

Id. (quoting 1 J. THOMAS MCCARTHY, TRADEMARKS AND 

UNFAIR COMPETITION, § 12.01 (3d ed.1992)).   

7. Which party bears the burden of proof with regard to a 

defense of genericness?  That depends.  If the mark owner 

has federally registered the mark, the registration 

constitutes prima facie evidence of the mark’s validity, so 

the mark owner is entitled to a presumption that the mark 

is not generic.  The defendant may overcome that 

presumption by showing by a preponderance of the evidence 

that the mark has become generic.  On the other hand, if the 

mark is not federally registered, there is no presumption of 

validity.  So in that situation, when a defendant raises the 

defense of genericness, the mark owner must prove that the 

mark is not generic.  See Yellow Cab Co. of Sacramento v. 

Yellow Cab Co. of Elk Grove, 419 F.3d 925 (9th Cir. 2005).   
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B. SYMBOLS 

In addition to words, two-dimensional symbols may serve as an 

indication of source.  When we see the Nike swoosh, for instance, 

we understand that symbol to be 

identifying a brand of shoe.  The 

swoosh identifies the source of the 

shoe, distinguishing it from other shoes in the marketplace.  By 

contrast, a two-dimensional symbol that consumers perceive as 

serving solely a decorative or ornamental purpose would not serve 

to identify source.  One court, for instance, denied protection for the 

seemingly decorative red and white color bands on the can of 

Campbell’s Soup.5  Where the primary purpose of symbols is to 

provide decoration or ornamentation, consumers do not perceive 

those symbols as identifying the source of a good.6 

The Problematic Abercrombie Test 

What legal test do courts use to determine the distinctiveness of a 

two-dimensional symbol?  If a court were to employ the Abercrombie 

test for distinctiveness (i.e., arbitrary or fanciful; suggestive; merely 

descriptive; generic), any symbol that has a meaning unrelated to a 

good would seem distinctive.  But that cannot be.  Consider a plain 

circle as a symbol for a computer.  The meaning of a circle has 

nothing to do with the meaning of a computer, so under the 

distinctiveness test for word marks, the circle would seem to be an 

arbitrary mark, entitled to strong protection.  Yet that result does 

not seem correct.  Should no other computer companies be able to 

use a circle in their logo?  A circle is a fairly common, generic 

symbol.  Allowing one company to monopolize a common symbol 

does not seem fair or efficient. 

Consider another example: suppose that a car attempted to use a 

straight line (i.e., a pinstripe) as a trademark.  Under the 

Abercrombie test for distinctiveness, we would need to ask whether 

                                                   
5 Campbell Soup Co. v. Armour & Co., 175 F.2d 795, 798 (3d Cir. 1949). 

6 This is not to say that symbols cannot identify the source of goods while at 

the same time serve an ornamental and decorative purpose.  Decorative source-

identifying symbols may receive trademark protection. 
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the meaning of a straight line has any relation to cars.  Obviously, 

there is no relation between the two.  So again, the line would seem 

arbitrary, and thereby inherently distinct, receiving strong 

trademark protection without any evidence of secondary meaning 

required.  Yet intuitively, a single straight line on a car—a 

pinstripe—would not seem to be perceived as identifying source.  

The line seems entirely decorative.  Thus, the traditional test for 

identifying distinctiveness, as articulated in the Abercrombie case, 

does not always work well in the context of symbols. 

Alternative Test 

Given this failing of the Abercrombie test for analyzing symbols, 

some courts apply an alternative test: they simply ask whether 

consumers are likely to interpret a symbol as indicating source.  

Those courts examine whether the symbol is so unique, unusual, or 

unexpected in the particular market that consumers will 

automatically perceive the symbol as indicating source.  If a court 

cannot make that determination, it further examines whether the 

symbol has gained secondary meaning. 

Amazing Spaces, Inc. v. Metro Mini Storage 
608 F.3d 225 (5th Cir. 2010) 

KING, J. 

Amazing Spaces, Inc., and Metro Mini Storage are rival self-storage 

businesses in Houston, Texas.  Amazing Spaces brought this action 

against Metro and Landmark Interest Corporation, a construction 

company, alleging infringement of a star design that it claims as a service 

mark. The district court concluded that the design was not a legally 

protectable mark and dismissed Amazing Spaces's claims on summary 

judgment. We agree that the design was not legally protectable, and we 

affirm the judgment dismissing Amazing Spaces's service mark 

infringement claims. . . . 
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BACKGROUND 

Amazing Spaces and Metro compete directly with each other in providing 

self-storage services in Houston, Texas. Landmark has built facilities for 

both Amazing Spaces and Metro. Amazing Spaces claims, in connection 

with providing storage services, exclusive use rights in a design consisting 

of a raised, five-pointed star set within a circle (the “Star Symbol”), a copy 

of which is [displayed below.] 

 

Metro uses a similar star design on its buildings. In response to this use, 

Amazing Spaces brought suit against Metro and Landmark in federal 

district court, alleging federal and state causes of action. . . . 

Inherent Distinctiveness 

As mentioned above, a mark is inherently distinctive if its intrinsic nature 

serves to identify a particular source.  Inherent distinctiveness is 

attributable to a mark when the mark almost automatically tells a 

customer that it refers to a brand and immediately signals a brand or a 

product source.  The parties disagree over not only the answer to whether 

the Star Symbol is inherently distinctive but also over the proper method 

for conducting the inquiry.  Metro urges that the familiar Abercrombie test 

cannot be used to categorize the Star Symbol and instead asks that we 

apply the Seabrook Foods test to determine that the Star Symbol is not 

inherently distinctive. Amazing Spaces, by contrast, presses the 

application of the Abercrombie test, under which it claims the Star Symbol 

is inherently distinctive, and it argues alternatively that the Star Symbol is 

inherently distinctive under the Seabrook Foods test. 

a. Abercrombie 

In Abercrombie, Judge Friendly sought to arrange the universe of marks 

into a spectrum of distinctiveness. As the Supreme Court has noted, 

“[m]arks are often classified in categories of generally increasing 

distinctiveness; following the classic formulation set out by Judge Friendly, 
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they may be (1) generic; (2) descriptive; (3) suggestive; (4) arbitrary; or (5) 

fanciful.”7 Under this scheme, the latter three categories of marks, 

because their intrinsic nature serves to identify a particular source of a 

product, are deemed inherently distinctive and are entitled to protection, 

while generic terms receive no trademark protection, and descriptive 

terms merit protection only if they have secondary meaning. 

We agree with Metro that the Star Symbol resists categorization under the 

Abercrombie test, and we consequently do not rely on a rote application 

of its categories in determining whether the Star Symbol is inherently 

distinctive. The Supreme Court's most recent recitation of the 

Abercrombie categories noted its use only in the context of marks 

consisting of words.8 . . . Professor McCarthy, a luminary in the field of 

trademark law, has likewise suggested that the Abercrombie test may not 

apply to all marks, stating that “[u]se of the spectrum of descriptive, 

suggestive, arbitrary and fanciful is largely confined to word marks. It is 

usually not suitable for nonword designations such as shapes and images 

. . . [, which] must be judged by other guidelines.”9 The Restatement, in a 

section addressed to symbols, graphic designs, and colors, agrees: 

A symbol or graphic design is not inherently distinctive unless the 

nature of the designation and the manner of its use make it likely 

that prospective purchasers will perceive the designation as an 

indication of source. Commonplace symbols and designs are not 

inherently distinctive since their appearance on numerous 

products makes it unlikely that consumers will view them as 

distinctive of the goods or services of a particular seller. Thus, 

unless the symbol or design is striking, unusual, or otherwise likely 

to differentiate the products of a particular producer, the 

designation is not inherently distinctive.10 

. . . We do not go so far as to hold that the Abercrombie test is eclipsed 

every time a mark other than a word is at issue. Instead, we hold that the 

Abercrombie test fails to illuminate the fundamental inquiry in this case: 

                                                   

7 Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768 (1992). 

8 See Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 210 (2000) (“In the context 

of word marks, courts have applied the now-classic test originally formulated by Judge 

Friendly ....”). 

9 2 MCCARTHY ON TRADEMARKS § 11:2, at 11–7. 

10 RESTATEMENT § 13 cmt. d, at 107. 



DISTINCTIVENESS 55 

 

whether the Star Symbol's “intrinsic nature serves to identify” Amazing 

Spaces and its storage services. For the answer to that question, we now 

turn to the Seabrook Foods test employed by the district court. 

b. Seabrook Foods 

In contrast to the Abercrombie test, the Seabrook Foods test, articulated 

by the U.S. Court of Customs and Patent Appeals in 1977, applies 

expressly to marks consisting of symbols and designs: 

In determining whether a design is arbitrary or distinctive this 

court has looked to  

[1] whether it was a “common” basic shape or design,  

[2] whether it was unique or unusual in a particular field,  

[3] whether it was a mere refinement of a commonly-adopted and 

well-known form of ornamentation for a particular class of goods 

viewed by the public as a dress or ornamentation for the goods, 

or 

[4] whether it was capable of creating a commercial impression 

distinct from the accompanying words.11 

The first three of the Seabrook Foods questions are merely different ways 

to ask whether the design, shape or combination of elements is so unique, 

unusual or unexpected in this market that one can assume without proof 

that it will automatically be perceived by customers as an indicator of 

origin—a trademark.  As is true of the Abercrombie test, the Seabrook 

Foods test seeks an answer to the question whether a mark's intrinsic 

nature serves to identify a particular source.  . . .  

[T]he Second Circuit noted that common basic shapes or letters are, as a 

matter of law, not inherently distinctive, but stylized shapes or letters may 

qualify, provided the design is not commonplace but rather unique or 

unusual in the relevant market.  This statement, turning on whether the 

symbol or design is “common,” comprises, essentially, the first two 

Seabrook Foods factors. However, the third Seabrook Foods factor 

similarly asks whether a symbol or design is “common” in the sense that 

it is likely to be perceived by the public as ornamentation rather than a 

                                                   
11 Seabrook Foods, Inc. v. Bar–Well Foods Ltd., 568 F.2d 1342, 1344 (C.C.P.A. 1978). 
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mark.12 A “common” symbol or design—lacking inherent distinctiveness—

is the antithesis of a symbol or design that “‘is so unique, unusual or 

unexpected in this market that one can assume without proof that it will 

automatically be perceived by customers as an indicator of origin—a 

trademark.’”13  

The district court determined that the Star Symbol was not a plain five-

pointed star but was instead shaded and set within a circle, rendering it 

sufficiently stylized to be more than a common geometric shape. . . . 

Undoubtedly, the Star Symbol is stylized relative to an unshaded five-

pointed star design not set within a circle. However, . . . asking whether a 

shape is stylized is merely another way of asking whether the design is 

“commonplace” or unique or unusual in the relevant market, or whether it 

is a mere refinement of a commonly-adopted and well-known form of 

ornamentation for a particular class of goods viewed by the public as a 

dress or ornamentation.  The stylization inquiry is properly conceived of as 

asking whether a particular symbol or design is stylized such that 

prospective purchasers of goods or services are likely to differentiate it 

from other, similar symbols or designs. 

The record evidence is replete with similar or identical five-pointed stars, 

both raised and set in circles, and used in similar manners, such that—

notwithstanding the residual evidence of the presumption of validity—no 

reasonable jury could find that the Star Symbol is even a mere refinement 

of this commonly adopted and well-known form of ornamentation. The 

Star Symbol is thus not “so unique, unusual or unexpected in this market 

that one can assume without proof that it will automatically be perceived 

by customers as an indicator of origin—a trademark,”14 and it does not 

almost automatically tell a customer that it refers to a brand or 

immediately signal a brand or a product source.  Because the Star Symbol 

does not, by its intrinsic nature, serve to identify a particular source, it is 

not inherently distinctive, and it can be protected only upon a showing of 

secondary meaning. 

                                                   

12 See Wiley v. Am. Greetings Corp., 762 F.2d 139, 142 (1st Cir. 1985)  (equating a 

red heart shape on a teddy bear to “an ordinary geometric shape” because it “carried 

no distinctive message of origin to the consumer, given the heart shape's widespread 

use as decoration for any number of products put out by many different companies”).   

13 I.P. Lund Trading, 163 F.3d 27, 40 (1st Cir. 1998) (quoting 1 MCCARTHY ON 

TRADEMARKS AND UNFAIR COMPETITION § 8:13 (4th. ed. 1996 ). 

14 Id. (quoting 1 McCarthy on Trademarks § 8:13). 
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3. Secondary Meaning 

The parties disagree over whether the Star Symbol has acquired 

distinctiveness through secondary meaning.  Secondary meaning occurs 

when, in the minds of the public, the primary significance of a mark is to 

identify the source of the product rather than the product itself.  Secondary 

meaning is used generally to indicate that a mark or dress has come 

through use to be uniquely associated with a specific source. To establish 

secondary meaning, a manufacturer must show that, in the minds of the 

public, the primary significance of a product feature or term is to identify 

the source of the product rather than the product itself. 

The inquiry is one of the public's mental association between the mark 

and the alleged mark holder.  Because the primary element of secondary 

meaning is a mental association in buyers' minds between the alleged 

mark and a single source of the product, the determination whether a 

mark or dress has acquired secondary meaning is primarily an empirical 

inquiry. 

. . . We agree with the district court that no fact issue has been raised 

regarding the existence of secondary meaning. As we discussed above, 

Amazing Spaces’s use of the Star Symbol has been primarily decorative 

and ornamental. Moreover, the record discloses that the Star Symbol was 

almost invariably used not as a stand-alone mark but was rather, as 

Amazing Spaces states in its brief, “an integral part of several marks that 

Amazing Spaces uses—indeed it is the one common element across its 

non-word marks.” While this argument might support secondary meaning 

as to those other marks, it does not support secondary meaning as to the 

Star Symbol. This logic extends to the advertising present in the record. 

While the Star Symbol (or a variation thereof) constitutes a minor piece of 

the Peaks and Sky Symbol, marks Amazing Spaces's locations on a map, 

or replaces the bullet in a bulleted list, it is virtually absent as a stand-

alone mark from Amazing Spaces's advertising in the record. . . . 

In conclusion, we agree with the district court's assessment that Amazing 

Spaces has failed to raise a fact issue regarding the existence of 

secondary meaning with respect to the Star Symbol. In light of the 

overwhelming evidence that the Star Symbol is not distinctive, we hold 

that it does not serve to identify and distinguish the services of Amazing 

Spaces. . . . 
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CASE COMPREHENSION 

1. Why is the court reluctant to simply apply the Abercrombie 

categories to the symbol at issue? 

2. What is the Seabrook Foods test that this court  applies to 

determine the distinctiveness of a symbol?  What is the 

result of the court’s application of that test? 

3. Does stylizing a commonplace symbol establish 

distinctiveness of a mark?  How much does the court here 

weigh the stylized refinement of the star symbol? 

4. If Amazing Spaces had been able to show secondary 

meaning for the star symbol, do you think that the court 

would have recognized trademark protection, or 

alternatively, would the court have simply deemed the star 

symbol to be generic? 

BEYOND THE CASE 

5. Does the attractiveness of a symbol or a design diminish its 

eligibility for trademark protection?  Answer: Not 

necessarily.  If consumers still perceive the attractive 

symbol or design as indicating source, in addition to 

providing ornamentation, then that attractiveness does not 

diminish its eligibility for trademark protection.  Moreover, 

the law should encourage symbols and designs in the 

marketplace that are pleasing to consumers, i.e., attractive.  

Otherwise, “[t]he more appealing the design, the less 

protection it would receive,” which is not consistent with the 

purpose of trademark law.  Keene Corp. v. Paraflex Indus., 

Inc., 653 F.2d 822 (3d Cir. 1981). 

6. Judges have struggled to craft a brightline rule or consistent 

test for determining whether a particular ornamental 

symbol receives trademark protection.  In the end, every 
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case must be evaluated on its own facts. One judge has 

explained the principle as follows: 

Since the line distinguishing between mere 

ornamentation and ornamentation which is merely 

an incidental quality of a trade-mark is not always 

clearly ascertainable, the application of legal 

principles to fit one situation or the other requires 

proper reflection upon the impression likely to 

govern the ordinary purchaser in the market place. 

For that reason, the merits of each case of the 

character here presented must be individually and 

accordingly adjudged. 

Application of Swift & Co., 223 F.2d 950, 954 (C.C.P.A. 

1955). 

7. Consider whether the following designs should receive 

trademark protection?  Why do you believe that they should 

or should not?   

(A) The polka-dot design in the background of SWIFT’S 

CLEANSER: 

     

See Application of Swift & Co., 223 F.2d 950 (C.C.P.A. 1955) 

(recognizing that polka-dot design could receive trademark 

protection). 
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(B) The leaf design surrounding SEABROOK FARMS: 

   

See Seabrook Foods, Inc. v. Bar-Well Foods Ltd., 568 F.2d 1342 

(C.C.P.A. 1977) (denying trademark protection for leaf design 

owing to lack of distinctiveness). 
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Chapter Review 

Key Concepts 

Distinctiveness.  A mark’s meaning must be distinct from the 

meaning of the good with which it is associated.  The distinctiveness 

of a mark signals to consumers that the mark identifies the source 

of a good. 

Abercrombie Categories.  Word marks may be categorized 

according to their distinctiveness in relation to the good that they 

represent.  Words that are arbitrary, fanciful, or suggestive are 

inherently distinct.  Words that are merely descriptive cannot be 

trademarked unless secondary meaning is shown.  Words that are 

generic cannot be trademarked. 

Arbitrary.  An arbitrary mark has a meaning that does not 

relate to the meaning of the good that it identifies.  It is 

inherently distinctive. 

Fanciful.  A fanciful mark is a word that has been created for 

its purpose of identifying source.  It is inherently distinctive.  

Suggestive.  A suggestive mark suggests some sort of 

characteristic or attribute about the good or service it 

represents.  Although it is inherently distinctive, a suggestive 

mark does not indicate source as strong as an arbitrary or 

fanciful mark. 

Merely Descriptive.  A merely descriptive mark immediately 

conveys a characteristic, attribute, or quality of the good 

without any mental inference by the consumer.  It requires 

secondary meaning to gain trademark protection. 

Generic.  A generic term has a meaning that refers to the 

general class of good that it represents.  It identifies what the 
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entire good is rather than a characteristic of the good.  It 

receives no trademark protection (regardless of whether it has 

gained secondary meaning). 

Secondary Meaning.  Secondary meaning is the source-

identification meaning of a mark that develops over time.  For a 

mark to gain secondary meaning, that source-identification 

meaning must become more prominent than the original 

descriptive meaning. 

Genericide.  When a distinctive mark loses its source-identifying 

meaning in the minds of the public, it becomes generic and cannot 

receive trademark protection. 

Two-Dimensional Symbols.  Two-dimensional symbols are 

protectable as indicators of source.  Some courts do not classify 

them in the Abercrombie spectrum of distinctiveness.  Instead, 

those courts examine whether the symbol is so unique, unusual, or 

unexpected in the particular market that consumers will 

automatically perceive the symbol as indicating source, and if 

consumers would not, the courts examine whether the symbol has 

gained secondary meaning. 
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Practice Problems 

1. THE BIG SHOE COMPANY sells a shoe line that it calls THE 

FREEDOM SHOE.   

(A) Question: What category of distinctiveness is THE 

FREEDOM SHOE as a mark? 

(B) Question: Is THE BIG SHOE COMPANY sufficiently 

distinct to receive trademark protection without showing 

secondary meaning? 

2. ABC Donuts, Inc. develops a new type of donut that it sells 

under the name of DIZZY DONUT.  The donut has a raspberry 

filling and is shaped like the number 3.  It quickly becomes 

popular among donut eaters.  After a year, many customers ask 

for a DIZZY DONUT at competitor donut shops.  In response to 

these requests, competitors provide a similar donut to the 

customers. 

Question:  Based on these facts, DIZZY DONUT arguably could 

fall into which categories of distinctiveness?  Why? 

3. Max develops a new type of bed.  He sells the bed under the 

mark, MAXITRON BRAND BEDS.   

Question:  What category of distinctiveness is MAXITRON? 

4. Billy Bob owns a restaurant that sells hamburgers.  He uses a 

logo to advertise his restaurant that looks like this: 

 

 

 

Billy Bob’s Hamburgers 
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Question: Is the shape that Billy Bob uses as his logo (a circle 

with two lines) sufficiently distinct to be eligible for trademark 

protection?  Why or why not?  
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Answers 

1. (A)  Arbitrary.  Trademark protection would not exist for the 

words THE and SHOE, but the word FREEDOM is inherently 

distinctive.  The meaning of FREEDOM is not related to the 

meaning of the good sold under that mark, a shoe.  Therefore, 

the relationship between the mark and the good is arbitrary. 

(B)  THE BIG SHOE COMPANY is merely descriptive.  

Although the company could never hold a trademark on THE 

SHOE COMPANY (because it would be generic), the word BIG 

describes an attribute of the company.  BIG indicates that the 

company is large in size, or alternatively, that the company sells 

shoes that are big.  The ambiguity does not diminish the 

conclusion that BIG is descriptive.  Hence, the meanings of the 

words taken together—THE BIG SHOE COMPANY—indicates 

a mark that is merely descriptive of the company that produces 

the goods (shoes) or the goods themselves.   

Note that even if the meaning of a mark is to describe a 

characteristic of the producer—rather than the good itself—the 

mark still functions as a descriptive mark. 

As a merely descriptive mark, THE BIG SHOE COMPANY 

cannot receive trademark protection unless its proponent can 

show secondary meaning.  That is, consumers must understand 

THE BIG SHOE COMPANY to represent the source of the 

shoes sold by that company, as opposed to a description of the 

good or the source. 

2. Likely generic.  DIZZY DONUT begins as an arbitrary mark: 

the meaning of the word DIZZY has no relationship to a donut.  

However, as that type of donut becomes popular among 

consumers, the consumers employ DIZZY DONUT to refer to 

the donut itself, rather than the source of the donut.  This is 

evident from consumers asking for a DIZZY DONUT from 

competitors: presumably the consumers are using DIZZY 

DONUT to request a donut with certain features rather than a 
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donut made by ABC Donuts, Inc.  The meaning therefore 

appears to have become generic. 

3. Fanciful.  MAXITRON is a name that Maxwell created.  It has 

no meaning other than as an indicator of the source of the beds 

that Max is selling.   

The fact that the first syllable of the mark—MAX—is Max’s 

name does not matter.  Consumers will not perceive 

MAXITRON as a mark named after Max.  Rather, consumers 

will perceive MAXITRON as a made-up name for the bed.  It is 

therefore inherently distinctive as a fanciful mark. 

4. Arguably not.  The relevant issue is whether consumers are 

likely to interpret this symbol as indicating source.  Courts 

examine whether the symbol is so unique, unusual, or 

unexpected in the particular market that consumers will 

automatically perceive the symbol as indicating source.  Here, 

the logo seems rather generic: a circle surrounding two lines.  It 

seems more likely that consumers would perceive the symbol as 

merely ornamental rather than indicating source.  

Nevertheless, if Billy Bob can establish secondary meaning—

that consumers do perceive the symbol to indicate source—the 

symbol would be protected. 

 

 



 

 

 


