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CHAPTER 17 

NOVELTY 

Should every invention receive a patent?  What if I invent 

something that, unbeknownst to me, has already been invented?  

Should all my research and effort at creating the invention—and 

my ignorance of the existing invention—qualify me for a patent?  

The law answers with a resounding No.  The reason is simple.  A 

patent removes the invention from the public domain: absent 

permission from the patentee, a patent precludes the public from 

being able to make, use, sell, offer to sell, or import the invention.  

In short, a patent represents a great cost to the public—a legal 

monopoly over the invention.  So the creation of the invention must 

be worth that cost.  The creation must represent something new—

something that the public lacked in the first place—to justify the 

monopoly that follows. 

Thus, an invention must represent something new for a patent to 

issue.1  That is to say, an invention must be novel.  Importantly, 

each claim within a patent application is evaluated for novelty.  To 

be novel, a claim in a patent application must represent a new 

contribution in its field of technology.  The claim must be the first 

of its kind in the relevant field. 

This Chapter discusses the rules relating to this novelty 

requirement.  Part A explains the black-letter rules as set forth in 

the relevant statutory provisions.  Part B examines case law that 

has developed around important concepts for determining novelty.  

Part C addresses the specific situation where two patent applicants 

each claim that they are the first inventor of the same invention. 

                                                   

1 35 U.S.C. § 101 (“Whoever invents or discovers any new and useful process, 

machine, manufacture, or composition of matter, or any new and useful 

improvement thereof, may obtain a patent therefor.”) (emphases added). 
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A. STATUTORY RULES 

The rules for novelty draw upon some terminology that is specific 

to patent law.  Consider the meanings of anticipation, prior art, 

reference, and priority date in the following explanation: 

A claim that is not novel is said to be anticipated by the prior art.  

Prior art consists of evidence that the invention is not new to the 

public.  One such piece of evidence in the prior art may be a 

document—called a reference—that describes every element in a 

patent claim, either expressly or inherently.  Anticipation of a 

patent claim can occur only where the prior art anticipates the 

claim prior to a certain date—called the priority date—and that 

date will be either the invention date or the filing date, depending 

on which set of rules governs. 

Example 

In 2000, Lucy publishes a book that describes in detail a process for 

producing a rare mineral.  In 2003, Walker discovers the same 

process (independent of reading the book).  In 2004, Walker files for 

a patent on the process.  Is Walker’s claim novel?  Answer: No.  

Lucy’s book is a reference in the prior art that anticipates Walker’s 

claim prior to Walker’s priority date (which as discussed below, the 

priority date here would be his invention date in 2003).  Walker’s 

claim would be invalid. 

Based on these concepts of novelty, you might ask the following 

questions: How do we determine the priority date (i.e., the 

invention date or the filing date)?  What evidence counts as prior 

art?  If an inventor publishes his invention prior to filing for a 

patent, does she anticipate herself?  These and other questions turn 

on specific statutory rules. 

Two Sets of Rules 

Patent law recognizes two distinct sets of rules that govern the 

issue of novelty.  The set of rules that governs depends on the date 

that the inventor filed her application.  If the date of the filing 

occurred on or after March 16, 2013, the current set of rules define 
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novelty.  These rules Congress enacted under the America 

Invents Act (AIA), so they are called the AIA rules.  In contrast to 

the AIA rules are the pre-AIA rules.  Filings that occurred prior to 

March 16, 2013 are governed by the pre-AIA rules.  Although pre-

AIA rules do not govern patent filings anymore, the pre-AIA rules 

are still important: those rules apply in litigation proceedings 

where the filing occurred prior to March 16, 2013.   

Pre-AIA Rules 

The pre-AIA rules set the priority date for novelty as the invention 

date.  This means that if the invention is in the prior art before the 

inventor invents the invention, the invention lacks novelty.  The 

pre-AIA rules define the prior art to include the following references 

or events that defeat the novelty of an invention:2 

(1) the public knows of or uses the invention in the United 

States; 

(2) a printed publication describes the invention; and 

(3) the invention is described in an issued patent or a patent 

application published by the PTO. 

Hence, under pre-AIA rules, one of the listed events or references 

will defeat novelty of a claim if it occurs prior to the invention date. 

Statutory Bars (Pre-AIA) 

The pre-AIA rules have a complication.  This complication in pre-

AIA law is called the statutory bars.  The statutory bars make a 

claim invalid if certain events occur or references exist prior to what 

is called the critical date.  The critical date is the date that is 

exactly one year prior to the filing date.  Hence, if certain events 

occur or references exist prior to the critical date—which is one year 

prior to the filing date—the statutory bars make the patent claim 

invalid.  This means that for the time period that is inside of one 

year prior to filing for a patent, an inventor (or any third party for 

                                                   

2 35 U.S.C. §§ 102(a), 102(e) (2006). 
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that matter) may freely use the invention or create a reference 

without making an application invalid (under pre-AIA rules).   

The events or references that trigger patent invalidity under the 

statutory bars are the following:3 

(1) the invention was patented anywhere in the world; 

(2) the invention was described in a printed publication 

anywhere in the world;  

(3) the invention was in public use in the United States; or 

(4) the invention was on sale in the United States.4  

Notably, pre-AIA law does not refer to “novelty” in its explanation 

of the statutory bars.  Rather, a statutory bar makes a claim 

“invalid,” as opposed to “defeating novelty.”  Technically speaking, 

novelty is about whether an invention is new compared to the prior 

art, whereas the statutory bar asks whether the patent application 

was filed soon enough. 

AIA Rules 

The AIA rules set the priority date for novelty as the filing date.  

This means that if the invention is in the prior art before the 

inventor files for a patent, the invention lacks novelty.  The AIA 

rules define the prior art to include the following events or 

references that defeat novelty of an invention:5 

(1) the invention was patented; 

(2) the public uses the invention;  

(3) a printed publication describes the invention;  

(4) the invention is on sale; or 

(5) the invention is otherwise available to the public. 

                                                   

3 Id. § 102(b). 

4 More precisely, the subject matter of the invention, as opposed to patent 

rights to the invention, are on sale. 

5 35 U.S.C. §§ 102(a) (2012). 
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Note that there is no distinction between where any of these events 

occur or references exist.  If any of them occur or exist anywhere in 

the world prior to the filing date, the invention lacks novelty. 

Public-Disclosure Exception (AIA) 

The AIA rules provide an exception for public disclosures of the 

invention that would otherwise defeat novelty.  An inventor may 

publicly disclose her invention one year prior to filing for the 

patent.6  If disclosed during this one-year period, her disclosure will 

not defeat her novelty.  Stated differently, the inventor has one year 

after a public disclosure to file for a patent, otherwise that 

disclosure will anticipate the invention, defeating its novelty.  

Hence, AIA rules provides a public-disclosure exception to the rule 

of novelty for inventors.7   

This exception motivates inventors to publicly disclose their 

inventions as soon as possible.8  By disclosing, an inventor creates 

prior art that defeats novelty for anyone else who might 

subsequently create that invention.9  That is to say, the disclosure 

is sufficient to preclude anyone else from claiming novelty for the 

same invention.  Moreover, any disclosures made after the inventor 

discloses during this period will not count as prior art for the 

inventor.  Hence, the public-disclosure exception motivates an 

inventor to disclose immediately so as to defeat novelty for everyone 

else while preserving her own claim for novelty.   

                                                   

6 Id. § 102(b). 

7 This exception usually applies only to the inventor.  Technically, though, the 

exception can apply to persons other than the inventor in the situations where 

there is a joint inventor or the disclosed information was obtained from the 

inventor.  See 35 U.S.C. § 102(b)(1).  Furthermore, if the inventor of the patent 

application first published before someone else published (all within the 

preceding year from the application date), then the inventor has eliminated 

the otherwise novelty-defeating publication.  See id. § 102(b)(1)(B). 

8 However, foreign countries do not recognize this exceptional rule for 

inventors.  So if an inventor makes a public disclosure prior to filing, she loses 

all rights to obtain patents in foreign countries. 

9 The inventor would also defeat otherwise novelty-defeating prior art as to her 

own application. 
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Black-Letter Summary 

Under pre-AIA law, a claim is novel if prior to the invention date 

the invention was not known or used by the public in the United 

States, not in a printed publication, and not in an issued patent or 

a patent application that has been published by the PTO.  The 

statutory bars make a claim invalid if more than one year prior to 

the filing date anyone has: made a public use of the invention in the 

United States; sold or offered to sell the invention in the United 

States; or patented or made a printed publication of the invention 

anywhere in the world.  

Under AIA law, a claim is novel if prior to the filing date the 

invention was not used by the public, not in a printed publication, 

not for sale, and not otherwise available to the public.  However, 

the inventor may make any public disclosure of the invention up to 

one year prior to filing for a patent without defeating the novelty of 

her own invention. 

Examples 

EXAMPLE 1.  After spending years researching telephone and 

internet technologies, in April 2010 Gary creates a telephone for 

communication over the internet.  The phone technology is much 

better quality and is much more efficient than most phone 

technology in the United States.  On June 1, 2012, Gary files a 

patent application for his invention. 

Unbeknownst to Gary, two years prior to his inventing the phone 

technology, another inventor, Sherry, had invented the exact same 

phone.  In 2009, Sherry had sold that phone to an internet provider 

that immediately began installing duplicates of the phone in its 

customers’ homes.  Sherry now files for a patent on the phone 

technology on April 10, 2016. 

Question: Can either Gary or Sherry receive a patent for the 

technology? 

Answer: No.  Gary’s filing occurs prior to March 16, 2013, so pre-

AIA rules govern.  The phone is in public use in 2009 when the 

internet service provider installs the phone in its customers’ homes.  
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That occurs before Gary’s invention date of April 2010, so his 

invention lacks novelty.   

Sherry cannot now patent her invention.  Were she to file, AIA rules 

would govern (because the filing date would be after March 16, 

2013).  AIA rules state that a public use cannot occur prior to the 

filing date, which occurred here. 

EXAMPLE 2.  On January 1, 2000, Linus invents a novel and useful 

machine.  Linus does not disclose it to anyone until March 14, 2013, 

when he posts instructions for how to make and use his invention 

on the internet.  On March 15, 2013, Linus files for a patent on the 

invention. 

Question: Do any of these facts preclude Linus from receiving a 

patent?  

Answer: No.  Linus’s patent is governed by the pre-AIA rules 

(because he filed for his patent on March 15, 2013).  The pre-AIA 

rules provide that up to one year prior to the filing date, Linus may 

make a printed publication of the invention without invalidating 

his patent application.  Here, Linus’s internet posting would 

constitute a printed publication (discussed in Part B.2 below) that 

occurred just a day prior to his filing, so his claim would not be 

invalid.  The fact that Linus waited more than 13 years to file for a 

patent does not, by itself, make his claim invalid. 

EXAMPLE 3. Suppose that Linus had filed on March 16, 2013 

(instead of March 15). 

Question: Does that change the analysis? 

Answer: The result is still the same, although the analysis is 

different.  Filing on March 16, 2013 means that the AIA rules 

govern.  The AIA rules allow an inventor to file within one year of 

making a public disclosure of an invention, so Linus may make the 

printed publication up to one year prior to his filing date on March 
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16, 2013 and his patent claim would not be invalid.  His posting 

occurred on March 14, 2013, so his claim is not invalid. 
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B. MEANINGS OF TERMS 

The rules that govern the issue of novelty employ terms for which 

case law has developed meanings.  In particular, case law has 

developed definitions for whether: (1) an invention is on sale; (2) a 

printed publication describes an invention; and (3) the public knows 

of or uses an invention.  As discussed in Part A, these three events 

might defeat novelty under either AIA law or pre-AIA law 

(including the statutory bars).  In either context—AIA or pre-AIA—

the meaning of terms that describe these events is the same.  This 

Part explains the meanings as developed in case law.   

1. ON SALE 

As discussed in Part A, if an invention is on sale, novelty may be 

defeated.  What does “on sale” mean?  As a preliminary matter, “on 

sale” does not mean the sale of patent rights to the invention.  

Rather, “on sale” means that the subject matter of the invention is 

offered for sale.  So if you sell your patent rights but not an actual 

embodiment of the invention, you have not made a sale that would 

defeat novelty.   

In Pfaff v. Wells Electronics, Inc. (set forth below), the Supreme 

Court established a two-part test for determining whether an 

invention is on sale.   

First, the invention must either be sold or be the subject of a 

commercial offer for sale.  This prong raises two sub-issues: 

(1) Is there a sale or a commercial offer for sale?  Common law 

contract principles, as stated in the Uniform Commercial 

Code, answer this question. 

(2) Does the subject of the sale (or offer for sale) constitute an 

embodiment of the claimed invention? More specifically, 

does the embodiment for sale contains all the limitations of 

the claimed invention? 

Second, the invention must be ready for patenting.  This prong may 

be satisfied by establishing either: 
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(1) the inventor reduced to practice the invention; or  

(2) the inventor had prepared drawings or other descriptions of 

the invention that could enable a PHOSITA to make and 

use, or perform, the invention.  

Reduction to Practice 

The first element above refers to a term of art in patent law: 

reduction to practice.  Reduction to practice (RTP) occurs when 

the inventor has completed a working model of the invention.  To 

be an RTP embodiment, the embodiment must provide the inventor 

with confidence that the invention does work.  Reduction to practice 

does not include experimental models.   

Pfaff v. Wells Electronics, Inc. 
525 U.S. 55 (1998) 

STEVENS, J. 

Section 102(b) of the Patent Act of 1952 provides that no person is 

entitled to patent an “invention” that has been “on sale” more than one 

year before filing a patent application. We granted certiorari to determine 

whether the commercial marketing of a newly invented product may mark 

the beginning of the 1–year period even though the invention has not yet 

been reduced to practice. 

I 

On April 19, 1982, petitioner, Wayne Pfaff, filed an application for a patent 

on a computer chip socket. Therefore, April 19, 1981, constitutes the 

critical date for purposes of the on-sale bar of 35 U.S.C. § 102(b); if the 

1–year period began to run before that date, Pfaff lost his right to patent 

his invention. 

Pfaff commenced work on the socket in November 1980, when 

representatives of Texas Instruments asked him to develop a new device 

for mounting and removing semiconductor chip carriers. In response to 

this request, he prepared detailed engineering drawings that described 

the design, the dimensions, and the materials to be used in making the 
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socket. Pfaff sent those drawings to a manufacturer in February or March 

1981. 

Prior to March 17, 1981, Pfaff showed a sketch of his concept to 

representatives of Texas Instruments. On April 8, 1981, they provided 

Pfaff with a written confirmation of a previously placed oral purchase order 

for 30,100 of his new sockets for a total price of $91,155. In accord with 

his normal practice, Pfaff did not make and test a prototype of the new 

device before offering to sell it in commercial quantities. 

The manufacturer took several months to develop the customized tooling 

necessary to produce the device, and Pfaff did not fill the order until July 

1981. The evidence therefore indicates that Pfaff first reduced his 

invention to practice in the summer of 1981. The socket achieved 

substantial commercial success before Patent No. 4,491,377 (’377 

patent) issued to Pfaff on January 1, 1985. 

After the patent issued, petitioner [Pfaff] brought an infringement action 

against respondent, Wells Electronics, Inc., the manufacturer of a 

competing socket. . . .  

[The District Court held that Wells had infringed four of Pfaff’s six claims.  

The Court of Appeals reversed, finding the claims invalid on the grounds 

that the device had been offered for sale on a commercial basis more than 

one year before the patent application was filed on April 19, 1982.] 

II 

… [I]t is evident that Pfaff could have obtained a patent on his novel socket 

when he accepted the purchase order from Texas Instruments for 30,100 

units. At that time he provided the manufacturer with a description and 

drawings that had sufficient clearness and precision to enable those 

skilled in the matter to produce the device. The parties agree that the 

sockets manufactured to fill that order embody Pfaff's conception as set 

forth in claims 1, 6, 7, and 10 of the ’377 patent. We can find no basis in 

the text of § 102(b) or in the facts of this case for concluding that Pfaff's 

invention was not “on sale” within the meaning of the statute until after it 

had been reduced to practice. 

III 

Pfaff nevertheless argues that longstanding precedent, buttressed by the 

strong interest in providing inventors with a clear standard identifying the 

onset of the 1–year period, justifies a special interpretation of the word 
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“invention” as used in § 102(b). We are persuaded that this nontextual 

argument should be rejected. . . .   

The word “invention” must refer to a concept that is complete, rather than 

merely one that is “substantially complete.” It is true that reduction to 

practice ordinarily provides the best evidence that an invention is 

complete. But just because reduction to practice is sufficient evidence of 

completion, it does not follow that proof of reduction to practice is 

necessary in every case. Indeed, . . . the facts of this case demonstrate 

that one can prove that an invention is complete and ready for patenting 

before it has actually been reduced to practice. 

We conclude, therefore, that the on-sale bar applies when two conditions 

are satisfied before the critical date. First, the product must be the subject 

of a commercial offer for sale. An inventor can both understand and 

control the timing of the first commercial marketing of his invention. . . . 

[W]e perceive no reason why unmanageable uncertainty should attend a 

rule that measures the application of the on-sale bar of § 102(b) against 

the date when an invention that is ready for patenting is first marketed 

commercially. In this case the acceptance of the purchase order prior to 

April 8, 1981, makes it clear that such an offer had been made, and there 

is no question that the sale was commercial rather than experimental in 

character. 

Second, the invention must be ready for patenting. That condition may be 

satisfied in at least two ways:  

[1] by proof of reduction to practice before the critical date; or  

[2] by proof that prior to the critical date the inventor had prepared 

drawings or other descriptions of the invention that were 

sufficiently specific to enable a person skilled in the art to practice 

the invention.  

In this case the second condition of the on-sale bar is satisfied because 

the drawings Pfaff sent to the manufacturer before the critical date fully 

disclosed the invention. 

The evidence in this case thus fulfills the two essential conditions of the 

on-sale bar. As succinctly stated by Learned Hand: 

[I]t is a condition upon an inventor's right to a patent that he shall 

not exploit his discovery competitively after it is ready for 
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patenting; he must content himself with either secrecy, or legal 

monopoly.10 

The judgment of the Court of Appeals finds support not only in the text of 

the statute but also in the basic policies underlying the statutory scheme, 

including § 102(b). When Pfaff accepted the purchase order for his new 

sockets prior to April 8, 1981, his invention was ready for patenting. The 

fact that the manufacturer was able to produce the socket using his 

detailed drawings and specifications demonstrates this fact. Furthermore, 

those sockets contained all the elements of the invention claimed in the 

’377 patent. Therefore, Pfaff's ’377 patent is invalid because the invention 

had been on sale for more than one year in this country before he filed his 

patent application. Accordingly, the judgment of the Court of Appeals is 

affirmed.  It is so ordered. 

CASE COMPREHENSION 

1. What two conditions must be satisfied for an invention to be 

considered “on sale”? 

2. What proof must be made to demonstrate that an invention 

is ready for patenting? 

3. What is the critical date?  How is the critical date relevant 

to a determination of whether an invention is on sale?   

4. Pfaff did not reduce his invention to practice until the 

summer of 1981, and he filed for a patent on April 19, 1982.  

So one might argue that his invention was not ready for 

patenting prior to the critical date of April 19, 1981.  Why 

does the court hold otherwise? 

                                                   

10 Metallizing Engineering Co. v. Kenyon Bearing & Auto Parts Co., 153 F.2d 

516, 520 (2d Cir. 1946). 
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5. In determining whether an invention is ready for patenting, 

why doesn’t the Court simply ask whether the inventor has 

yet reduced the invention to practice? 

BEYOND THE CASE 

6. How do courts determine whether there is a “commercial 

offer for sale”?  Answer: General contract law, including the 

Uniform Commercial Code (UCC), governs the meaning of 

commercial offer for sale.  This is important because 

contract law recognizes an offer for sale even if the offer is 

not accepted.  Therefore, an offer for sale need not be 

accepted to trigger the on-sale bar in patent law.  See Group 

One, Ltd. v. Hallmark Cards, Inc., 254 F.3d 1041, 1048 (Fed. 

Cir. 2001) (recognizing that the UCC and the Restatement 

of Contracts inform the meaning of a commercial offer of 

sale in the patent context of determining whether a 

communication triggers the on-sale bar) (“Only an offer 

which rises to the level of a commercial offer for sale, one 

which the other party could make into a binding contract by 

simple acceptance (assuming consideration), constitutes an 

offer for sale under § 102(b).”). 

7. Two fact situations should not be confused with a situation 

that triggers the on-sale bar.  First, an offer to license the 

invention is not a commercial offer for sale. See Elan Corp. 

v. Andrx Pharms., Inc., 366 F.3d 1336, 1341 (Fed. Cir. 2004) 

(“An offer to enter into a license under a patent for future 

sale of the invention covered by the patent when and if it 

has been developed . . . is not an offer to sell the patented 

invention that constitutes an on-sale bar.”).  Second, a sale 

of the patent rights—as opposed to the subject matter of the 

patent, i.e., an embodiment of the invention—is not a sale 

of the invention.  See Moleculon Research Corp. v. CBS, Inc., 

793 F.2d 1261, 1267 (Fed. Cir. 1986) (“[A]n assignment or 

sale of the rights in the invention and potential patent 
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rights is not a sale of ‘the invention’ within the meaning of 

section 102(b).”). 

8. The on-sale bar is triggered only if all the limitations of a 

claimed invention comprise the subject matter of an offer for 

sale.  However, the presence of limitations may be inherent 

within the invention offered for sale.  See Scaltech, Inc. v. 

Retec/Tetra, LLC, 269 F.3d 1321 (Fed. Cir. 2001). 

2. PRINTED PUBLICATION 

As discussed in Part A, if a printed publication describes an 

invention, novelty may be defeated.  What does “printed 

publication” mean?  The leading case on this issue is In re 

Klopfenstein (set forth below).  There, the Federal Circuit explained 

that whether a reference is considered a printed publication 

depends on the public accessibility of the reference.  Public 

accessibility depends on the facts of each case.  Evidence suggesting 

public accessibility includes the existence of a reference that has 

been distributed and indexed in a library or database.  For a 

temporary display of a reference (such as a poster board or a 

PowerPoint display), courts weigh the following factors:  

 length of time the display was exhibited;  

 expertise of the target audience;  

 existence of reasonable expectations that the material 

displayed would not be copied; and  

 simplicity or ease with which the material displayed could 

have been copied 

  



848 PATENT 

In re Klopfenstein 
380 F.3d 1345 (Fed. Cir. 2004) 

PROST, J. 

Carol Klopfenstein and John Brent appeal a decision from the Patent and 

Trademark Office’s Board of Patent Appeals and Interferences (“Board”) 

upholding the denial of their patent application. The Board upheld the 

Patent and Trademark Office's (“PTO's”) initial denial of their application 

on the ground that the invention described in the patent application was 

not novel under 35 U.S.C. § 102(b) because it had already been described 

in a printed publication more than one year before the date of the patent 

application. We affirm. 

BACKGROUND 

A. 

The appellants applied for a patent on October 30, 2000. Their patent 

application, Patent Application Serial No. 09/699,950 (“the ’950 

application”), discloses methods of preparing foods comprising extruded 

soy cotyledon fiber (“SCF”). The ’950 application asserts that feeding 

mammals foods containing extruded SCF may help lower their serum 

cholesterol levels while raising HDL cholesterol levels. The fact that 

extrusion reduces cholesterol levels was already known by those of 

ordinary skill in the art that worked with SCF. What was not known at the 

time was that double extrusion increases this effect and yielded even 

stronger results. 

In October 1998, the appellants, along with colleague M. Liu, presented a 

printed slide presentation (“Liu” or “the Liu reference”) entitled 

“Enhancement of Cholesterol–Lowering Activity of Dietary Fibers By 

Extrusion Processing” at a meeting of the American Association of Cereal 

Chemists (“AACC”). The fourteen-slide presentation was printed and 

pasted onto poster boards. The printed slide presentation was displayed 

continuously for two and a half days at the AACC meeting. 

In November of that same year, the same slide presentation was put on 

display for less than a day at an Agriculture Experiment Station (“AES”) at 

Kansas State University. 

Both parties agree that the Liu reference presented to the AACC and at the 

AES in 1998 disclosed every limitation of the invention disclosed in the 
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’950 patent application. Furthermore, at neither presentation was there a 

disclaimer or notice to the intended audience prohibiting note-taking or 

copying of the presentation. Finally, no copies of the presentation were 

disseminated either at the AACC meeting or at the AES, and the 

presentation was never catalogued or indexed in any library or database. 

B. 

On October 24, 2001, nearly one year after its filing, the ’950 patent 

application was rejected by the PTO examiner. The examiner found all of 

the application's claims anticipated by the Liu reference or obvious in view 

of Liu and other references. . . . The appellants then appealed to the Board. 

Before the Board, the appellants again advanced their argument that the 

lack of distribution and lack of evidence of copying precluded the Liu 

reference from being considered a “printed publication.” . . . The Board 

affirmed on the grounds that the full invention of the ’950 application was 

made publicly accessible to those of ordinary skill in the art by the Liu 

reference and that this introduction into the public domain of disclosed 

material via printed display represented a “printed publication” under 35 

U.S.C. § 102(b). The appellants have appealed the Board's decision to this 

court. . . . 

DISCUSSION 

. . . The appellants argue on appeal that the key to establishing whether or 

not a reference constitutes a “printed publication” lies in determining 

whether or not it had been disseminated by the distribution of 

reproductions or copies and/or indexed in a library or database. They 

assert that because the Liu reference was not distributed and indexed, it 

cannot count as a “printed publication” for the purposes of 35 U.S.C. § 

102(b). To support their argument, they rely on several precedents from 

this court and our predecessor court on “printed publications.” They argue 

that In re Cronyn,11 In re Hall,12 Massachusetts Institute of Technology v. 

AB Fortia (“MIT”),13 and In re Wyer,14 among other cases, all support the 

view that distribution and/or indexing is required for something to be 

considered a “printed publication.” 

                                                   
11 890 F.2d 1158, 1159 (Fed. Cir. 1989). 

12 781 F.2d 897 (Fed. Cir. 1986). 

13 774 F.2d 1104 (Fed. Cir. 1985). 

14 655 F.2d 221 (C.C.P.A. 1981). 
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We find the appellants' argument unconvincing and disagree with their 

characterization of our controlling precedent. Even if the cases cited by 

the appellants relied on inquiries into distribution and indexing to reach 

their holdings, they do not limit this court to finding something to be a 

“printed publication” only when there is distribution and/or indexing. 

Indeed, the key inquiry is whether or not a reference has been made 

“publicly accessible.” As we have previously stated, 

The statutory phrase “printed publication” has been interpreted to 

mean that before the critical date the reference must have been 

sufficiently accessible to the public interested in the art; 

dissemination and public accessibility are the keys to the legal 

determination whether a prior art reference was “published.”15 

For example, a public billboard targeted to those of ordinary skill in the art 

that describes all of the limitations of an invention and that is on display 

for the public for months may be neither “distributed” nor “indexed”—but 

it most surely is “sufficiently accessible to the public interested in the art” 

and therefore, under controlling precedent, a “printed publication.” Thus, 

the appellants' argument that “distribution and/or indexing” are the key 

components to a “printed publication” inquiry fails to properly reflect what 

our precedent stands for. 

Furthermore, the cases that the appellants rely on can be clearly 

distinguished from this case. Cronyn involved college students' 

presentations of their undergraduate theses to a defense committee 

made up of four faculty members. Their theses were later catalogued in 

an index in the college's main library. The index was made up of thousands 

of individual cards that contained only a student's name and the title of 

his or her thesis. The index was searchable by student name and the 

actual theses themselves were neither included in the index nor made 

publicly accessible. We held that because the theses were only presented 

to a handful of faculty members and had not been catalogued or indexed 

in a meaningful way, they were not sufficiently publicly accessible for the 

purposes of 35 U.S.C. § 102(b).  

In Hall, this court determined that a thesis filed and indexed in a university 

library did count as a “printed publication.” The Hall court arrived at its 

holding after taking into account that copies of the indexed thesis itself 

were made freely available to the general public by the university more 

                                                   

15 In re Cronyn, 890 F.2d at 1160. 
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than one year before the filing of the relevant patent application in that 

case. But the court in Hall did not rest its holding merely on the indexing 

of the thesis in question. Instead, it used indexing as a factor in 

determining “public accessibility.” As the court asserted: 

The [“printed publication”] bar is grounded on the principle that 

once an invention is in the public domain, it is no longer 

patentable by anyone.... Because there are many ways in which a 

reference may be disseminated to the interested public, “public 

accessibility” has been called the touchstone in determining 

whether a reference constitutes a “printed publication” bar under 

35 U.S.C. § 102(b).16 

In MIT, a paper delivered orally to the First International Cell Culture 

Congress was considered a “printed publication.” In that case, as many as 

500 persons having ordinary skill in the art heard the presentation, and at 

least six copies of the paper were distributed. The key to the court's finding 

was that actual copies of the presentation were distributed. The court did 

not consider the issue of indexing. The MIT court determined the paper in 

question to be a “printed publication” but did not limit future 

determinations of the applicability of the “printed publication” bar to 

instances in which copies of a reference were actually offered for 

distribution. 

Finally, the Wyer court determined that an Australian patent application 

kept on microfilm at the Australian Patent Office was sufficiently 

accessible to the public and to persons skilled in the pertinent art to 

qualify as a “printed publication.” The court so found even though it did 

not determine whether or not there was “actual viewing or dissemination” 

of the patent application. It was sufficient for the court's purposes that the 

records of the application were kept so that they could be accessible to 

the public. According to the Wyer court, the entire purpose of the “printed 

publication” bar was to “prevent withdrawal” of disclosures “already in the 

possession of the public” by the issuance of a patent. 

Thus, throughout our case law, public accessibility has been the criterion 

by which a prior art reference will be judged for the purposes of § 102(b). 

Oftentimes courts have found it helpful to rely on distribution and indexing 

as proxies for public accessibility. But when they have done so, it has not 

been to the exclusion of all other measures of public accessibility. In other 

                                                   

16 In re Hall, 781 F.2d at 898–99. 



852 PATENT 

words, distribution and indexing are not the only factors to be considered 

in a § 102(b) “printed publication” inquiry. 

C. 

The determination of whether a reference is a “printed publication” under 

35 U.S.C. § 102(b) involves a case-by-case inquiry into the facts and 

circumstances surrounding the reference's disclosure to members of the 

public. Accordingly, our analysis must begin with the facts of this case, 

none of which are in dispute. 

In this case, the Liu reference was displayed to the public approximately 

two years before the ’950 application filing date. The reference was shown 

to a wide variety of viewers, a large subsection of whom possessed 

ordinary skill in the art of cereal chemistry and agriculture. Furthermore, 

the reference was prominently displayed for approximately three 

cumulative days at AACC and the AES at Kansas State University. The 

reference was shown with no stated expectation that the information 

would not be copied or reproduced by those viewing it. Finally, no copies 

of the Liu display were distributed to the public and the display was not 

later indexed in any database, catalog or library. 

Given that the Liu reference was never distributed to the public and was 

never indexed, we must consider several factors relevant to the facts of 

this case before determining whether or not it was sufficiently publicly 

accessible in order to be considered a “printed publication” under § 

102(b). These factors aid in resolving whether or not a temporarily 

displayed reference that was neither distributed nor indexed was 

nonetheless made sufficiently publicly accessible to count as a “printed 

publication” under § 102(b). The factors relevant to the facts of this case 

are: the length of time the display was exhibited, the expertise of the target 

audience, the existence (or lack thereof) of reasonable expectations that 

the material displayed would not be copied, and the simplicity or ease with 

which the material displayed could have been copied. Only after 

considering and balancing these factors can we determine whether or not 

the Liu reference was sufficiently publicly accessible to be a “printed 

publication” under § 102(b). 

The duration of the display is important in determining the opportunity of 

the public in capturing, processing and retaining the information conveyed 

by the reference. The more transient the display, the less likely it is to be 

considered a “printed publication.” Conversely, the longer a reference is 

displayed, the more likely it is to be considered a “printed publication.” In 
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this case, the Liu reference was displayed for a total of approximately 

three days. It was shown at the AACC meeting for approximately two and 

a half days and at the AES at Kansas State University for less than one 

day. 

The expertise of the intended audience can help determine how easily 

those who viewed it could retain the displayed material. As Judge Learned 

Hand explained in Jockmus v. Leviton, a reference, “however ephemeral 

its existence,” may be a “printed publication” if it “goes direct to those 

whose interests make them likely to observe and remember whatever it 

may contain that is new and useful.”17 In this case, the intended target 

audience at the AACC meeting was comprised of cereal chemists and 

others having ordinary skill in the art of the ’950 patent application. The 

intended viewers at the AES most likely also possessed ordinary skill in 

the art. 

Whether a party has a reasonable expectation that the information it 

displays to the public will not be copied aids our § 102(b) inquiry. Where 

professional and behavioral norms entitle a party to a reasonable 

expectation that the information displayed will not be copied, we are more 

reluctant to find something a “printed publication.” This reluctance helps 

preserve the incentive for inventors to participate in academic 

presentations or discussions. Where parties have taken steps to prevent 

the public from copying temporarily posted information, the opportunity 

for others to appropriate that information and assure its widespread public 

accessibility is reduced. These protective measures could include license 

agreements, non-disclosure agreements, anti-copying software or even a 

simple disclaimer informing members of the viewing public that no copying 

of the information will be allowed or countenanced. Protective measures 

are to be considered insofar as they create a reasonable expectation on 

the part of the inventor that the displayed information will not be copied. 

In this case, the appellants took no measures to protect the information 

they displayed—nor did the professional norms under which they were 

displaying their information entitle them to a reasonable expectation that 

their display would not be copied. There was no disclaimer discouraging 

copying, and any viewer was free to take notes from the Liu reference or 

even to photograph it outright. 

                                                   
17 28 F.2d 812, 813–14 (2d Cir. 1928). 
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Finally, the ease or simplicity with which a display could be copied gives 

further guidance to our § 102(b) inquiry. The more complex a display, the 

more difficult it will be for members of the public to effectively capture its 

information. The simpler a display is, the more likely members of the public 

could learn it by rote or take notes adequate enough for later reproduction. 

The Liu reference was made up of 14 separate slides. One slide was a title 

slide; one was an acknowledgement slide; and four others represented 

graphs and charts of experiment results. The other eight slides contained 

information presented in bullet point format, with no more than three 

bullet points to a slide. Further, no bullet point was longer than two concise 

sentences. Finally, as noted earlier, the fact that extrusion lowers 

cholesterol levels was already known by those who worked with SCF. The 

discovery disclosed in the Liu reference was that double extrusion 

increases this effect. As a result, most of the eight substantive slides only 

recited what had already been known in the field, and only a few slides 

presented would have needed to have been copied by an observer to 

capture the novel information presented by the slides. 

Upon reviewing the above factors, it becomes clear that the Liu reference 

was sufficiently publicly accessible to count as a “printed publication” for 

the purposes of 35 U.S.C. § 102(b). The reference itself was shown for an 

extended period of time to members of the public having ordinary skill in 

the art of the invention behind the ’950 patent application. Those 

members of the public were not precluded from taking notes or even 

photographs of the reference. And the reference itself was presented in 

such a way that copying of the information it contained would have been 

a relatively simple undertaking for those to whom it was exposed—

particularly given the amount of time they had to copy the information and 

the lack of any restrictions on their copying of the information. For these 

reasons, we conclude that the Liu reference was made sufficiently publicly 

accessible to count as a “printed publication” under § 102(b). 

CONCLUSION 

For the aforementioned reasons, the decision of the Board is affirmed. 
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CASE COMPREHENSION 

1. For a thing to qualify as a printed publication, must that 

thing be printed on paper that can be physically held? 

2. How does the presence or absence of public distribution and 

indexing of a document affect the printed-publication 

analysis? 

3. Klopfenstein and Brent displayed their invention on poster 

board for only a few days.  Why is this seemingly temporary 

display sufficient to constitute a printed publication?  How 

might the court’s finding that their display constituted a 

printed publication affect behavior of inventors in the 

future? 

4. What factors does the court consider in determining 

whether a temporary display is sufficiently accessible to the 

public to constitute a printed publication? 

BEYOND THE CASE 

5. The Federal Circuit’s explanation of “printed publication” in 

Klopfenstein is consistent with prior definitions in case law.  

The Court of Customs and Patent Appeals explained the 

meaning of “printed publication” as follows:  

[A] reference is a “printed publication” and a bar to 

patentability . . . upon a satisfactory showing that 

such document has been disseminated or otherwise 

made available to the extent that persons interested 

and ordinarily skilled in the subject matter or art, 

exercising reasonable diligence, can locate it and 

recognize and comprehend therefrom the essentials 

of the claimed invention without need of further 

research or experimentation. 

In re Wyer, 655 F.2d 221, 226 (C.C.P.A. 1981). 
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6. What is the reason for having the printed-publication bar?  

Answer:  The bar prevents an inventor from withdrawing an 

invention from the possession of the public.  Without the 

bar, the public could come to rely on the invention prior to 

the patent issuing.  The Wyer court (referenced in the 

previous Note 5) has explained: 

[T]he printed publication provision was designed to 

prevent withdrawal by an inventor, as the subject 

matter of a patent, of that which was already in the 

possession of the public.  Thus, the question to be 

examined under s 102(b) is the accessibility to at 

least the pertinent part of the public, of a perceptible 

description of the invention, in whatever form it may 

have been recorded.  

Wyer, 655 F.2d at 226. 

7. The PTO considers an electronic publication (e.g., a posting 

on a website or an online database) to be a “printed 

publication.” PTO website at 

http://www.uspto.gov/web/offices/pac/mpep/s2128.html.  

See also Wyer, 655 F.2d at 226 (“Given the state of 

technology in document duplication, data storage, and data-

retrieval systems, the ‘probability of dissemination’ of an 

item very often has little to do with whether or not it is 

‘printed’ in the sense of that word when it was introduced 

into the patent statutes in 1836.”). 

8. To ensure that an inventor does not disqualify herself for 

patent protection, what should an inventor do who presents 

her invention at a conference for constructive feedback from 

experts in her field? 
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3. PUBLIC USE 

As discussed in Part A, if an invention is “in public use” under AIA 

rules (or under pre-AIA rules, if the invention is “known or used by 

others”), novelty may be defeated.18  What do public knowledge and 

public use mean?  Courts have interpreted the public use criterion 

to mean that the public is not restricted from gaining access to 

knowledge or use of the invention.  Importantly, this interpretation 

does not require that a significant portion of the public know of or 

use the invention.  Nor does the interpretation require that the 

public have direct access to the invention.  The interpretation 

requires only that members of the public can possibly gain access 

to knowledge or use of the invention. 

Two cases are well known for this meaning of known or used.  One 

case is Rosaire v. Baroid Sales Division, where the Fifth Circuit 

held that actual knowledge by the public at large need not be 

present for a use to be public.  The invention need not even be called 

to the attention of the public at large. 

Another case is Egbert v. Lippmann, where the Supreme Court held 

that transferring an embodiment of the invention to another person 

constitutes a public use if the transfer is made without any 

limitation or restriction on the use.  Even if the invention is not 

open to public view, the transfer enables the invention to enter the 

stream of commerce (thereby become subject to public 

examination).  On the other hand, a use of the invention that is 

restricted for testing and experimentation purposes, even if open to 

public view, is not a public use. 

These two cases—Rosaire and Egbert—are set forth below. 

                                                   
18 Pre-AIA rules employ “public use” in the statutory bars. See 35 U.S.C. 

§ 102(b) (2006). 
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Rosaire v. Baroid Sales Division 
218 F.2d 72 (5th Cir. 1955) 

TUTTLE, J. 

In this suit for patent infringement there is presented to us for 

determination the correctness of the judgment of the trial court, based on 

findings of fact and conclusions of law, holding that the two patents 

involved in the litigation were invalid and void and that furthermore there 

had been no infringement by defendant. 

The Rosaire and Horvitz patents relate to methods of prospecting for oil or 

other hydrocarbons. The inventions are based upon the assumption that 

gases have emanated from deposits of hydrocarbons which have been 

trapped in the earth and that these emanations have modified the 

surrounding rock. The methods claimed involve the steps of taking a 

number of samples of soil from formations which are not themselves 

productive of hydrocarbons, either over a horizontal area or vertically down 

a well bore, treating each sample, as by grinding and heating in a closed 

vessel, to cause entrained or absorbed hydrocarbons therein to evolve as 

a gas, quantitatively measuring the amount of hydrocarbon gas so evolved 

from each sample, and correlating the measurements with the locations 

from which the samples were taken. 

Plaintiff claims that in 1936 he and Horvitz invented this new method of 

prospecting for oil. In due course the two patents in suit, Nos. 2,192,525 

and 2,324,085, were issued thereon. Horvitz assigned his interest to 

Rosaire. 

Appellant [Rosaire] alleged that appellee Baroid began infringing in 1947; 

that he learned of this in 1949 and asked Baroid to take a license, but no 

license agreement was worked out, and this suit followed, seeking an 

injunction and an accounting. 

In view of the fact that the trial court's judgment that the patents were 

invalid, would of course dispose of the matter if correct, we turn our 

attention to this issue. Appellee's contention is that . . . work carried on by 

one Teplitz for the Gulf Oil Corporation invalidated both patents by reason 

of the relevant provisions of the patent laws which state that an invention 

is not patentable if it “was known or used by others in this country” before 

the patentee's invention thereof. Appellee contends that Teplitz and his 
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coworkers knew and extensively used in the field the same alleged 

inventions before any date asserted by Rosaire and Horvitz. 

On this point appellant himself in his brief admits that “Teplitz conceived 

of the idea of extracting and quantitatively measuring entrained or 

absorbed gas from the samples of rock, rather than relying upon the free 

gas in the samples. We do not deny that Teplitz conceived of the methods 

of the patents in suit.” And further appellant makes the following 

admission: “We admit that the Teplitz-Gulf work was done before Rosaire 

and Horvitz conceived of the inventions. We will show, however, that Gulf 

did not apply for patent until 1939, did not publish Teplitz's ideas, and did 

not otherwise give the public the benefit of the experimental work.” . . . 

An unsuccessful experiment which is later abandoned does not negative 

novelty in a new and successful device. Nevertheless, the existence and 

operation of a machine, abandoned after its completion and sufficient use 

to demonstrate its practicability, is evidence that the same ideas 

incorporated in a later development along the same line do not amount to 

invention. If the prior machine does not anticipate, it would not have done 

so if it had been neither unsuccessful nor abandoned. Novelty is ascribed 

to new things, without regard to the successful and continued use of old 

things. Correlatively, it is denied to old things, without regard to the 

circumstances which caused their earlier applications to be unsatisfactory 

or their use to be abandoned.   

The question as to whether the work of Teplitz was “an unsuccessful 

experiment,” as claimed by appellant, or was a successful trial of the 

method in question and a reduction of that method to actual practice, as 

contended by appellee, is, of course, a question of fact. On this point the 

trial court made the following finding of fact: 

4. I find as a fact, by clear and substantial proof beyond a 

reasonable doubt, that Abraham J. Teplitz and his coworkers with 

Gulf Oil Corporation and its Research Department during 1935 

and early 1936, before any date claimed by Rosaire, spent more 

than a year in the oil fields and adjacent territory around Palestine, 

Texas, taking and analyzing samples both over an area and down 

drill holes, exactly as called for in the claims of the patents which 

Rosaire and Horvitz subsequently applied for and which are here 

in suit. 
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This Teplitz work was a successful and adequate field trial of the 

prospecting method involved and a reduction to practice of that 

method. The work was performed in the field under ordinary 

conditions without any deliberate attempt at concealment or 

effort to exclude the public and without any instructions of secrecy 

to the employees performing the work. 

As we view it, if the court's findings of fact are correct then under the 

statute as construed by the courts, we must affirm the finding of the trial 

court that appellee's patents were invalid. As to the finding of fact we are 

to affirm unless we conclude that it is “clearly erroneous.” 

A close analysis of the evidence on which the parties rely to resolve this 

question clearly demonstrates that there was sufficient evidence to 

sustain the finding of the trial court that there was more here than an 

unsuccessful or incomplete experiment. It is clear that the work was not 

carried forward, but that appears to be a result of two things:  

(1) that the geographical area did not lend itself properly to the 

test, and  

(2) that the entire gas prospecting program was therefore 

suspended in September of 1936, in order that the accumulated 

information might be thoroughly reviewed.  

It will be noted that the program was not suspended to test the worth of 

the method but to examine the data that was produced by use of the 

method involved. The above quotation came from one of the 

recommendations at the end of Teplitz's report, and was introduced on 

behalf of the appellant himself. 

Expert testimony presented by witnesses Rogers, Eckhardt and Weaver 

supported appellee's contention.  With respect to the argument advanced 

by appellant that the lack of publication of Teplitz's work deprived an 

alleged infringer of the defense of prior use, we find no case which 

constrains us to hold that where such work was done openly and in the 

ordinary course of the activities of the employer, a large producing 

company in the oil industry, the statute is to be so modified by construction 

as to require some affirmative act to bring the work to the attention of the 

public at large. 

While there is authority for the proposition that one of the basic principles 

underlying the patent laws is the enrichment of the art, and that a patent 

is given to encourage disclosure of inventions, no case we have found 
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requires a holding that, under the circumstances that attended the work 

of Teplitz, the fact of public knowledge must be shown before it can be 

urged to invalidate a subsequent patent. . . . 

Concluding, as we do, that the trial court correctly held that patents invalid, 

it is not necessary to consider the question of infringement. The judgment 

of the trial court is affirmed. 

CASE COMPREHENSION 

1. Rosaire concedes that Teplitz conceived of the invention 

first.  Why does that fact not necessarily imply that Rosaire 

and Horvitz did not invent first?   

2. Given that members of the public were not present for 

Teplitz’s testing, why is that testing considered a public 

use? 

3. What is the standard for determining whether a use is 

sufficiently public? 

4. The court states: “An unsuccessful experiment which is 

later abandoned does not negative novelty in a new and 

successful device.”  In other words, if Teplitz simply 

abandoned an unsuccessful or incomplete experiment, then 

it is possible that Rosaire and Horvitz could be the first to 

invent.  Why wasn’t Teplitz’s abandonment of the project 

considered an unsuccessful or incomplete experiment?  

What evidence suggests that that he abandoned the project 

for some other reason? 

BEYOND THE CASE 

5. Is it possible that uses to which the public is barred from 

gaining access could be a “public use”?  Recall the Supreme 

Court’s statement in Pfaff v. Wells Electronics, Inc. (quoting 
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Metallizing Engineering Co., Inc. v. Kenyon Bearing & Auto 

Parts Co., 153 F.2d 516 (2d Cir. 1946) (Hand, J.)): 

[I]t is a condition upon an inventor’s right to a patent 

that he shall not exploit his discovery competitively 

after it is ready for patenting; he must content 

himself with either secrecy, or legal monopoly. 

This means that a public use occurs where the use results 

in commercial exploitation of the invention, even though the 

use does not enable the public to make and use the 

invention.  For instance, using a substance that contains a 

secret formula in order to realize commercial gain would 

constitute a public use and perhaps a sale—even if the 

public cannot reverse engineer the secret formula from the 

substance. 

6. The Rosaire case recited the pre-AIA standard relevant to 

public knowledge and use: “known or used by others.”  The 

AIA standard employs different language: “in public use.”  

Is there a distinction between these phrases?  Arguably 

yes.  Under pre-AIA law, the Federal Circuit has 

distinguished between public knowledge and public use.  

See Minn. Mn. Mfg. Co. v. Chemque, Inc., 303 F.3d 1294, 

1301 (Fed. Cir. 2002) (articulating distinct meanings for 

public knowledge and public use).  In theory, then, an 

invention could be in public knowledge without being in 

public use.  However, the Federal Circuit has also 

interpreted the pre-AIA meaning of “public use” (in the  

statutory-bar context) to mean “accessible to the public.”  

See Invitrogen Corp. v. Biocrest Mfg., L.P., 424 F.3d 1374, 

1380 (Fed. Cir. 2005).  Moreover, the AIA has another 

novelty-defeating criterion that seems to include public 

knowledge: a claimed invention is not novel if it is 

“otherwise available to the public.”  35 U.S.C. § 102(a)(1).  

Hence, as a practical matter, there seems no distinction 

between the pre-AIA language—“known or used by others” 

and the AIA language “in public use . . . or otherwise 

available to the public.”  See also Mark Lemley, Does 
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'Public Use' Mean the Same Thing It Did Last Year?, 93 

TEX. L. REV. 1119 (2015). 

Egbert v. Lippmann 
104 U.S. 333 (1881) 

WOODS, J. 

This suit was brought for an alleged infringement of the complainant's 

reissued letters-patent, No. 5216, dated Jan. 7, 1873, for an improvement 

in corset-springs. 

The original letters bear date July 

17, 1866, and were issued to 

Samuel H. Barnes. . . .  

The bill alleges that Barnes was 

the original and first inventor of 

the improvement covered by the 

reissued letters-patent, and that 

it had not, at the time of his 

application for the original letters, 

been for more than two years in 

public use or on sale, with his 

consent or allowance. 

The answer takes issue on this 

averment and also denies infringement. On a final hearing the court 

dismissed the bill, and the complainant appealed. 

As the second defense above mentioned, it is sufficient to say that the 

evidence establishes beyond controversy the infringement by the 

defendants of the second claim of the reissue. 

We have, therefore, to consider whether the defense that the patented 

invention had, with the consent of the inventor, been publicly used for 

more than two years prior to his application for the original letters, is 

sustained by the testimony in the record. . . .  
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The evidence on which the defendants rely to establish a prior public use 

of the invention consists mainly of the testimony of the complainant. 

She testifies that Barnes invented the improvement covered by his patent 

between January and May, 1855; that between the dates named the 

witness and her friend Miss Cugier were complaining of the breaking of 

their corset-steels. Barnes, who was present, and was an intimate friend 

of the witness, said he thought he could make her a pair that would not 

break. At their next interview he presented her with a pair of corset-steels 

which he himself had made. The witness wore these steels a long time. In 

1858 Barnes made and presented to her another pair, which she also 

wore a long time. When the corsets in which these steels were used wore 

out, the witness ripped them open and took out the steels and put them 

in new corsets. This was done several times. 

It is admitted, and, in fact, is asserted, by complainant, that these steels 

embodied the invention afterwards patented by Barnes and covered by 

the reissued letters-patent on which this suit is brought. 

Joseph H. Sturgis, another witness for complainant, testifies that in 1863 

Barnes spoke to him about two inventions made by himself, one of which 

was a corset-steel, and that he went to the house of Barnes to see them. 

Before this time, and after the transactions testified to by the complainant, 

Barnes and she had intermarried. Barnes said his wife had a pair of steels 

made according to his invention in the corsets which she was then 

wearing, and if she would take them off he would show them to witness. 

Mrs. Barnes went out, and returned with a pair of corsets and a pair of 

scissors, and ripped the corsets open and took out the steels. Barnes then 

explained to witness how they were made and used. 

This is the evidence presented by the record, on which the defendants rely 

to establish the public use of the invention by the patentee's consent and 

allowance. 

The question for our decision is, whether this testimony shows a public 

use within the meaning of the statute. 

We observe, in the first place, that to constitute the public use of an 

invention it is not necessary that more than one of the patented articles 

should be publicly used. The use of a great number may tend to strengthen 

the proof, but one well-defined case of such use is just as effectual to 

annul the patent as many. For instance, if the inventor of a mower, a 
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printing-press, or a railway-car makes and sells only one of the articles 

invented by him, and allows the vendee to use it for two years, without 

restriction or limitation, the use is just as public as if he had sold and 

allowed the use of a great number. 

We remark, secondly, that, whether the use of an invention is public or 

private does not necessarily depend upon the number of persons to whom 

its use is known. If an inventor, having made his device, gives or sells it to 

another, to be used by the donee or vendee, without limitation or 

restriction, or injunction of secrecy, and it is so used, such use is public, 

even though the use and knowledge of the use may be confined to one 

person. 

We say, thirdly, that some inventions are by their very character only 

capable of being used where they cannot be seen or observed by the 

public eye. An invention may consist of a lever or spring, hidden in the 

running gear of a watch, or of a rachet, shaft, or cog-wheel covered from 

view in the recesses of a machine for spinning or weaving.  Nevertheless, 

if its inventor sells a machine of which his invention forms a part, and 

allows it to be used without restriction of any kind, the use is a public one. 

So, on the other hand, a use necessarily open to public view, if made in 

good faith solely to test the qualities of the invention, and for the purpose 

of experiment, is not a public use within the meaning of the statute.  

Tested by these principles, we think the evidence of the complainant 

herself shows that for more than two years before the application for the 

original letters there was, by the consent and allowance of Barnes, a public 

use of the invention, covered by them.  He made and gave to her two pairs 

of corset-steels, constructed according to his device, one in 1855 and one 

in 1858.  They were presented to her for use. He imposed no obligation of 

secrecy, nor any condition or restriction whatever. They were not 

presented for the purpose of experiment, nor to test their qualities. No 

such claim is set up in her testimony.  The invention was at the time 

complete, and there is no evidence that it was afterwards changed or 

improved.  The donee of the steels used them for years for the purpose 

and in the manner designed by the inventor.  They were not capable of any 

other use.  She might have exhibited them to any person, or made other 

steels of the same kind, and used or sold them without violating any 

condition or restriction imposed on her by the inventor. 

According to the testimony of the complainant, the invention was 

completed and put into use in 1855. The inventor slept on his rights for 
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eleven years.  Letters-patent were not applied for till March, 1866.  In the 

meantime, the invention had found its way into general, and almost 

universal, use.  A great part of the record is taken up with the testimony of 

the manufacturers and venders of corset-steels, showing that before he 

applied for letters the principle of his device was almost universally used 

in the manufacture of corset-steels.  It is fair to presume that having 

learned from this general use that there was some value in his invention, 

he attempted to resume, by his application, what by his acts he had clearly 

dedicated to the public. . . .  

We are of opinion that the defense of two years' public use, by the consent 

and allowance of the inventor, before he made application for letters-

patent, is satisfactorily established by the evidence. 

MILLER, J., DISSENTING. 

. . . If the little steep spring inserted in a single pair of corsets, and used 

by only one woman, covered by her outer-clothing, and in a position always 

withheld from public observation, is a public use of that piece of steel, I 

am at a loss to know the line between a private and a public use. 

The opinion argues that the use was public, because, with the consent of 

the inventor to its use, no limitation was imposed in regard to its use in 

public. It may be well imagined that a prohibition to the party so permitted 

against exposing her use of the steel spring to public observation would 

have been supposed to be a piece of irony. An objection quite the opposite 

of this suggested by the opinion is, that the invention was incapable of a 

public use. That is to say, that while the statute says the right to the patent 

can only be defeated by a use which is public, it is equally fatal to the 

claim, when it is permitted to be used at all, that the article can never be 

used in public. 

I cannot on such reasoning as this eliminate from the statute the word 

public, and disregard its obvious importance in connection with the 

remainder of the act, for the purpose of defeating a patent otherwise 

meritorious. 
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CASE COMPREHENSION 

1. The plaintiff alleges that at the time of Barnes’s application 

for a patent, less than two years had passed since the 

invention had been in public use.  Yet the law recognizes 

that only one year of public use prior to filing is permissible.  

Why the difference?  Answer: The law changed.  The then-

governing Patent Act of 1839 allowed for a public use within 

two years of the filing date, whereas the modern Patent Act 

sets the time period at one year. 

2. When a woman is wearing corset springs, the public 

(presumably) would not be able to observe those springs.  

Yet the Court found a public use here.  According to the 

Majority, then, how public must a public use be?  Can a use 

by a single person be a public use?  What is the black-letter 

rule for determining whether a use is public? 

3. What policy concern of the Court underlies the Court’s 

ruling in this case?  

4. In dissent, Justice Samuel Miller 

argues that the nature of the corset 

spring is such that it cannot actually 

ever be used in public because it is 

simply not open to public observation.  

He argues that the meaning of public 

in the statute must mean something 

more than “no limitation” on the use.  

What is the strength of this 

argument?  Interestingly, the late 

Chief Justice William Rehnquist 

described Justice Miller as “very likely the dominant figure” 

during the three decades that Miller served on the Supreme 

Court.  See WILLIAM H. REHNQUIST, CENTENNIAL CRISIS: 

THE DISPUTED ELECTION OF 1876, at 155 (2004). 
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BEYOND THE CASE 

5. What about uses of an invention that are not for the 

intended purpose of the invention?  Answer: Uses that are 

not for the intended purpose of an invention do not 

constitute a disqualifying public use.  See Motionless 

Keyboard Co. v. Microsoft Corp., 486 F.3d 1376, 1385 (7th 

Cir. 2007).  So, if Barnes had publicly used his invention for 

a purpose distinct from stiffening a woman’s corset (say, for 

instance, he used it as a pole for fishing), then Barnes would 

not have committed a public use vis-à-vis the claimed 

invention (springs for a corset). 

6. What if a third party—unaffiliated with the inventor—is 

responsible for an unrestricted use by the public?  Does that 

situation result in a “public use”?  Answer: Yes.  A public use 

that results from an unaffiliated third party still counts as 

a public use.  See Dey, L.P. v. Sunovion Pharmaceuticals, 

Inc., 715 F.3d 1351, 1355 (Fed. Cir. 2013). 

7. Experimenting and testing an invention are often necessary 

steps in perfecting the invention.  The Egbert Court 

acknowledges that such experimentation—even if open to 

public view—does not trigger the public-use bar: “[A] use 

necessarily open to public view, if made in good faith solely 

to test the qualities of the invention, and for the purpose of 

experiment, is not a public use within the meaning of the 

statute.” 104 U.S. at 336.  With this principle in mind, how 

do you think that an inventor should go about testing an 

invention on members of the public so as to avoid a finding 

of public use?  Consider your answer to this question as you 

read about the experimental use exception later in this 

Chapter.  
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The case below, Moleculon Research Corp. v. CBC, Inc., examines 

whether an inventor’s use of the Rubik’s Cube constitutes either an 

invalidating public use or an invalidating offer for sale.  As you read 

the case, note that the court concluded that the inventor retained 

control of the Rubik’s Cube despite the fact that the inventor 

allowed another person to use it.  Also note that the court 

distinguished between a sale of the Rubik’s Cube device and a sale 

of the patent rights to the Cube.  Finally, note the court’s suggestion 

about how commercial enterprise affects the determination of 

public use. 

Moleculon Research Corp. v. CBS, Inc. 
793 F.2d 1261 (Fed. Cir. 1986) 

BALDWIN, J. 

This is an appeal from the judgment of the United States District Court for 

the District of Delaware, holding claims 3–5 and 9 of Moleculon Research 

Corporation's U.S. Patent No. 3,655,201 (’201 patent) valid and infringed 

by certain of the well-known Rubik's Cube puzzles. We affirm in part, 

vacate in part, and remand. 

 

 

Background 

Moleculon, as assignee of the ’201 patent which issued to Larry D. 

Nichols, sued CBS Inc., as successor to the Ideal Toy Corporation, alleging 

infringement of claims 3, 4, 5, 6, and 9 of the ’201 patent. 
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Nichols and the ’201 patent 

A puzzle enthusiast since childhood, Nichols, in the summer of 1957, 

conceived of a three-dimensional puzzle capable of rotational movement. 

He envisioned an assembly of eight cubes attached in a 2 x 2 x 2 

arrangement, with each of the six faces of the composite cube 

distinguished by a different color and the individual cubes being capable 

of rotation in sets of four around one of three mutually perpendicular axes. 

During the period 1957–1962, while doing graduate work in organic 

chemistry, Nichols constructed several paper models of his puzzle, making 

cubes of heavy file-card type paper and affixing small magnets to the 

inside of the cubes. Although these models confirmed the feasibility of 

Nichols' conception, they lacked durability. A few close friends, including 

two roommates and a colleague in the chemistry department, had 

occasion to see one of these paper models in Nichols' room and Nichols 

explained its operation to at least one of them. 

In 1962, Nichols accepted employment as a research scientist at 

Moleculon. In 1968, Nichols constructed a working wood block prototype 

of his puzzle which he usually kept at home but on occasion brought into 

his office. In January 1969, Dr. Obermayer, the president of Moleculon, 

entered Nichols' office and happened to see the model sitting on his desk. 

Obermayer expressed immediate interest in the puzzle and Nichols 

explained its workings. Obermayer asked whether Nichols intended to 

commercialize the puzzle. When Nichols said no, Obermayer suggested 

that Moleculon try to do so. In March 1969, Nichols assigned all his rights 

in the puzzle invention to Moleculon in return for a share of any proceeds 

of commercialization. . . . 

On March 3, 1970, Nichols filed on behalf of Moleculon a patent 

application covering his invention. The ’201 patent issued on April 11, 

1972. . . . 

OPINION 

1. § 102(b) on sale and public use bars 

CBS argues that the subject matter of the ’201 patent was in “public use” 

and “on sale” by Nichols, prior to the March 3, 1969 critical date (i.e., one 

year prior to filing of the patent application), thus rendering the patent 

invalid under section 102(b). 
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(a) Public Use 

CBS labels as public use Nichols' displaying of the models to other persons 

(such as his colleagues at school) without any mention of secrecy. CBS 

ascribes only commercial purpose and intent to Obermeyer's use of the 

wood model and argues that a conclusion of barring public use under § 

102(b) is compelled. We disagree. 

. . . CBS urges that the decision in Egbert v. Lippmann,19 compels a 

conclusion of public use in the present case. In Egbert, the claimed 

invention was drawn to improved corset-springs, also called corset-steels. 

In 1855, the inventor made and presented to his lady friend a pair of 

corset-steels which embodied the invention. She wore the steels for a long 

time. The inventor made and gave her another pair three years later which 

she also wore a long time. On several occasions, when the corset itself 

wore out, the steels were removed and placed into a new corset. In 1866, 

an application for patent was filed. It was on those facts that the Court 

observed that: “If an inventor, having made his device, gives or sells it to 

another, to be used by the donee or vendee, without limitation or 

restriction, or injunction of secrecy, and it is so used, such use is public, 

even though the use and knowledge of the use may be confined to one 

person.”20 

The district court distinguished Egbert because here Nichols had not given 

over the invention for free and unrestricted use by another person. Based 

on the personal relationships and surrounding circumstances, the court 

found that Nichols at all times retained control over the puzzle's use and 

the distribution of information concerning it. The court characterized 

Nichols' use as private and for his own enjoyment. We see neither legal 

error in the analysis nor clear error in the findings. 

As for Obermayer's brief use of the puzzle, the court found that Nichols 

retained control even though he and Obermayer had not entered into any 

express confidentiality agreement.  The court held, and we agree, that the 

presence or absence of such an agreement is not determinative of the 

public use issue. It is one factor to be considered in assessing all the 

evidence. There can be no question that the court looked at the totality of 

                                                   

19 104 U.S. 333 (1881). 

20 104 U.S. at 336. 
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evidence, and evaluated that evidence in view of time, place, and 

circumstances. 

With regard to the question of control, CBS complains that “[t]he record is 

devoid of any testimony from the friends, associates and fellow workers 

who saw Nichols cube and to whom its operation was explained.” The 

simple answer is that CBS had the burden at trial to prove public use with 

facts supported by clear and convincing evidence. We think the district 

court's characterization of the evidence of record is entirely apt and we 

see no ground for reversal.  Moreover, we agree with the district court that 

its conclusion on public use is consistent with the policies underlying the 

bar.  

CBS further argues in connection with public use that the district court 

erred when it found no evidence of commercially motivated activity by 

Nichols prior to the critical date.  Although CBS attempts to paint a picture 

of commercialization from the discussions between Obermayer and 

Nichols, we see only the brush strokes of speculation.  The record lacks 

hard evidence. Discussion between employer and employee does not by 

itself convert an employee's private pursuit into commercial enterprise 

with the employer. . . . Thus this case differs from other cases where 

commercial activity was said to violate the policies of section 102(b).  

(b) On Sale 

CBS argues that the claimed invention was on sale within the meaning of 

35 U.S.C. § 102(b) because Nichols orally agreed prior to the critical date 

(e.g., during a January 1969 conversation between Nichols and 

Obermayer) to assign “all his rights in the puzzle invention” to Moleculon. 

According to CBS, Nichols not only assigned the right to apply for a patent 

on the invention but also conveyed title in his single wooden model. 

Although the formal written assignment occurred after the critical date, 

the district court held that even if there were an earlier oral agreement, an 

assignment or sale of the rights in the invention and potential patent rights 

is not a sale of “the invention” within the meaning of section 102(b). We 

agree. The few cases we have found on this issue have uniformly held that 

such a sale of patent rights does not come within the section 102(b) bar.  

Such a result comports with the policies underlying the on sale bar, and 

with the business realities ordinarily surrounding a corporation's 

prosecution of patent applications for inventors. 
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As for CBS’ contention that Nichols sold or agreed to sell the wood model 

of the puzzle, we quote the district court's relevant findings: 

There is no indication in the subsequent written instrument that 

the parties contemplated the sale or transfer to Moleculon of the 

single physical embodiment of the puzzle then in existence. Nor is 

there any other evidence in the record to that effect. 

CBS has shown nothing approaching clear error concerning those findings.  

Accordingly, we sustain the district court's determination that the claims 

are not invalid under section 102(b)…. 

CASE COMPREHENSION 

1. Retention of control over the invention is a critical element 

in determining whether an inventor has made a public use.  

What evidence here suggests that Nichols retained control 

of his invention, despite his explaining and showing it to 

friends and an employer? 

2. How does the Federal Circuit here—by adopting the 

reasoning of the district court—distinguish this case from 

Egbert v. Lippmann? 

3. CBS argues that Nichols’s conversation with Obermayer 

about the possibility of Moleculon commercializing the 

invention suggests a commercial enterprise of the invention.  

Where commercial exploitation is present, uses are more 

likely to be viewed as public in nature.  Do you think 

Nichols’s conversation with Obermayer was sufficiently 

commercial to make the use public?  Why or why not? 

4. CBS unsuccessfully argues that Nichols triggered the on-

sale bar when he assigned his patent rights to Moleculon.  

Why doesn’t the assignment of the patent rights trigger the 

on-sale bar? 
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5. The on-sale bar would apply only if Nichols had sold or 

offered to sell the wooden embodiment of the invention.  The 

court construes the arrangement between Nichols and 

Moleculon as a sale of the patent rights, as opposed to the 

sale of the wooden embodiment.  Yet wouldn’t that 

arrangement have strongly suggested that Nichols also 

agreed to transfer the wooden embodiment to Moleculon so 

that Moleculon could commercialize it? 

BEYOND THE CASE 

6. The Federal Circuit has articulated three policy reasons 

that underlie the public-use and on-sale bars: “[1] 

discouraging the removal of inventions from the public 

domain which the public justifiably comes to believe are 

freely available, [2] prohibiting an extension of the period 

for exploiting the invention, and [3] favoring prompt and 

widespread disclosure of inventions.”  Manvill Sales Corp. 

v. Paramount Sys., Inc., 917 F.2d 544, 550 (Fed. Cir. 1990).  

Why is each reason important to the public?  Is the 

Moleculon decision consistent with these policy reasons? 

7. In addition to public accessibility, commercial 

exploitation is a clear indication of public use.  Difficulty 

arises in determining what constitutes commercial 

exploitation of an invention.  The Federal Circuit has 

explained the public-use criterion, and the relevancy of 

commercial exploitation, as follows: 

The proper test for the public use prong of the § 

102(b) statutory bar is whether the purported use: 

(1) was accessible to the public; or (2) was 

commercially exploited.  Commercial exploitation is 

a clear indication of public use, but it likely requires 

more than, for example, a secret offer for sale.  Thus, 

the test for the public use prong includes the 

consideration of evidence relevant to 

experimentation, as well as, inter alia, the nature of 
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the activity that occurred in public; public access to 

the use; confidentiality obligations imposed on 

members of the public who observed the use; and 

commercial exploitation.  That evidence is relevant 

to discern whether the use was a public use that 

could raise a bar to patentability . . . . 

Invitrogen Corp. v. Biocrest Mfg., L.P., 424 F.3d 1374 (Fed. 

Cir. 2005). 

Experimental Use Exception to Public Use 

Recall that in Egbert v. Lippmann, the Supreme Court opined that 

an experimental use is not a public use.  If an inventor makes a use 

of the invention in the public for the purpose of testing the 

invention, or in other words, for the purpose of experimentation, 

such a use is not an invalidating public use.  The question arises, 

then, as to whether a particular use is an experimental use.   

In the case below, Lough v. Brunswick Corp., the Federal Circuit 

set forth several factors that may inform the conclusion of whether 

a use is experimental.  Those factors may include: 

 the number of prototypes and duration of testing;  

 the presence (or absence) of record keeping during the 

testing;  

 the presence (or absence) of a confidentiality agreement 

between the inventor and the party performing the testing; 

 the presence (or absence) of compensation for the party 

performing the testing; and 

 the extent of control the inventor maintained over the 

testing. 

The last factor—control—is especially important: if the inventor 

fails to retain control over the experimentation, she is not 

experimenting. 
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Lough v. Brunswick Corp. 
86 F.3d 1113 (Fed. Cir. 1996) 

LOURIE, J. 

. . .  

BACKGROUND 

Stern drives are marine propulsion devices for boats in which the engine 

is located inside the boat and is coupled to an outdrive, which includes a 

propeller located outside the boat (“inboard/outboard boat”). A typical 

stern drive arrangement is illustrated below. 

. . .  In 1986, Steven G. Lough worked as 

a repairman for a boat dealership in 

Sarasota, Florida. While repairing 

Brunswick inboard/outboard boats, he 

noticed that the upper seal assembly in 

the stern drives often failed due to 

corrosion. A typical upper seal assembly 

from a Brunswick motor is shown below. 

 
. . . Lough determined that the corrosion in the upper seal assembly 

occurred due to contact between the annular seal (E) and the bell housing 

aperture (C). He designed a new upper seal assembly that isolated the 

annular seal (E) from the aluminum bell housing (B) in order to prevent 

such corrosion. 

After some trial and error with his grandfather's metal lathe, he made six 

usable prototypes in the spring of 1986. He installed one prototype in his 

own boat at home. Three months later, he gave a second prototype to a 

friend who installed it in his boat. He also installed prototypes in the boat 

of the owner of the marina where he worked and in the boat of a marina 

customer. He gave the remaining prototypes to longtime friends who were 
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employees at another marina in Sarasota. Lough did not charge anyone 

for the prototypes. For over a year following the installation of these 

prototypes, Lough neither asked for nor received any comments about the 

operability of the prototypes. During this time, Lough did not attempt to 

sell any seal assemblies. 

On June 6, 1988, Lough filed a patent application entitled “Liquid Seal for 

Marine Stern Drive Gear Shift Shafts,” which issued as the ’775 patent on 

July 18, 1989. Figure 4 of the patent illustrates the preferred embodiment 

of the invention and is shown below. 

. . .  After learning of Lough's invention, Brunswick designed its own 

improved upper seal assembly. . . . Lough sued Brunswick on June 12, 

1993, alleging infringement of the ’775 patent. Brunswick counterclaimed 

for a declaratory judgment of patent noninfringement, invalidity, and/or 

unenforceability. A jury found that Brunswick failed to prove that Lough's 

invention was in public use before the critical date on June 6, 1987, one 

year prior to the filing date of the ’775 patent. The jury also found that 

Brunswick infringed claims 1–4 of the ’775 patent, both literally and under 

the doctrine of equivalents. Based on its infringement finding, the jury 

awarded Lough $1,500,000 in lost profits. After trial, Brunswick filed a 

Motion for Judgment as a Matter of Law in which it argued, inter alia, that 

the claimed invention was invalid because it had been in public use before 

the critical date. Brunswick also filed a Motion for New Trial on damages. 

The court denied Brunswick's motions without any comment. Brunswick 

appeals. 

DISCUSSION 

. . . One is entitled to a patent unless, inter alia, the invention was in public 

use in this country, more than one year prior to the date of the application 

for patent in the United States.  We have defined “public use” as including 

any use of the claimed invention by a person other than the inventor who 

is under no limitation, restriction or obligation of secrecy to the inventor.  

An evaluation of a question of public use depends on how the totality of 

the circumstances of the case comports with the policies underlying the 

public use bar. These policies include: 

(1) discouraging the removal, from the public domain, of inventions 

that the public reasonably has come to believe are freely available;  

(2) favoring the prompt and widespread disclosure of inventions;  
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(3) allowing the inventor a reasonable amount of time following sales 

activity to determine the potential economic value of a patent; and  

(4) prohibiting the inventor from commercially exploiting the invention 

for a period greater than the statutorily prescribed time. 

A patentee may negate a showing of public use by coming forward with 

evidence that its use of the invention was experimental.  

Neither party disputes that Lough's prototypes were in use before the 

critical date. Thus, both parties agree that the issue presented on appeal 

is whether the jury properly decided that the use of Lough's six prototypes 

in 1986, prior to the critical date, constituted experimental use so as to 

negate the conclusion of public use. Whether an invention was in public 

use prior to the critical date within the meaning of § 102(b) is a question 

of law.  

The use of an invention by the inventor himself, or of any other person 

under his direction, by way of experiment, and in order to bring the 

invention to perfection, has never been regarded as a public use. This 

doctrine is based on the underlying policy of providing an inventor time to 

determine if the invention is suitable for its intended purpose, in effect, to 

reduce the invention to practice.21 If a use is experimental, it is not, as a 

matter of law, a public use within the meaning of section 102. 

To determine whether a use is “experimental,” a question of law, the 

totality of the circumstances must be considered, including various 

objective indicia of experimentation surrounding the use, such as the 

number of prototypes and duration of testing, whether records or progress 

reports were made concerning the testing, the existence of a secrecy 

agreement between the patentee and the party performing the testing, 

whether the patentee received compensation for the use of the invention, 

and the extent of control the inventor maintained over the testing. The last 

factor of control is critically important, because, if the inventor has no 

control over the alleged experiments, he is not experimenting. If he does 

                                                   
21 See City of Elizabeth v. American Nicholson Pavement Co., 97 U.S. 126, 137 (1877) 

(“It is sometimes said that an inventor acquires an undue advantage over the public 

by delaying to take out a patent ... but this cannot be said with justice when the delay 

is occasioned by a bona fide effort to bring his invention to perfection, or to ascertain 

whether it will answer the purpose intended.”); see also RCA Corp. v. Data General 

Corp., 887 F.2d 1056, 1061 (Fed. Cir. 1989) (“[E]xperimental use, which means 

perfecting or completing an invention to the point of determining that it will work for its 

intended purpose, ends with an actual reduction to practice.”). 
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not inquire about the testing or receive reports concerning the results, 

similarly, he is not experimenting. 

In order to justify a determination that legally sufficient experimentation 

has occurred, there must be present certain minimal indicia. The 

framework might be quite formal, as may be expected when large 

corporations conduct experiments, governed by contracts and explicit 

written obligations. When individual inventors or small business units are 

involved, however, less formal and seemingly casual experiments can be 

expected. Such less formal experiments may be deemed legally sufficient 

to avoid the public use bar, but only if they demonstrate the presence of 

the same basic elements that are required to validate any experimental 

program. Our case law sets out these elements. The question framed on 

this appeal is whether Lough's alleged experiments lacked enough of 

these required indicia so that his efforts cannot, as a matter of law, be 

recognized as experimental. 

Here, Lough either admits or does not dispute the following facts. In the 

spring of 1986, he noted that the upper seal assembly in Brunswick 

inboard/outboard boats was failing due to galvanic corrosion between the 

annular seal and the aperture provided for the upper seal assembly in the 

aluminum bell housing. He solved this problem by isolating the annular 

seal from the aluminum bell housing in order to prevent corrosion. After 

some trial and error, Lough made six prototypes. He installed the first 

prototype in his own boat. Lough testified at trial that after the first 

prototype had been in his boat for three months and he determined that 

it worked, he provided the other prototypes to friends and acquaintances 

in order to find out if the upper seal assemblies would work as well in their 

boats as it had worked in his boat. Lough installed one prototype in the 

boat of his friend, Tom Nikla. A prototype was also installed in the boat of 

Jim Yow, co-owner of the dealership where Lough worked. Lough installed 

a fourth prototype in one of the dealership's customers who had 

considerable problems with corrosion in his stern drive unit.  

The final two prototypes were given to friends who were employed at a 

different marina in Florida. These friends installed one prototype in the 

boat of Mark Liberman, a local charter guide. They installed the other 

prototype in a demonstration boat at their marina. Subsequently, this boat 

was sold. Neither Lough nor his friends knew what happened with either 

the prototype or the demonstration boat after the boat was sold. After 
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providing the five prototypes to these third parties, Lough did not ask for 

any comments concerning the operability of these prototypes. 

Accepting that the jury found these facts, which either were undisputed or 

were as asserted by Lough, it cannot be reasonably disputed that Lough's 

use of the invention was not “experimental” so as to negate a conclusion 

of public use. It is true that Lough did not receive any compensation for 

the use of the prototypes. He did not place the seal assembly on sale 

before applying for a patent. Lough's lack of commercialization, however, 

is not dispositive of the public use question in view of his failure to present 

objective evidence of experimentation. Lough kept no records of the 

alleged testing.22 Nor did he inspect the seal assemblies after they had 

been installed by other mechanics.23 He provided the seal assemblies to 

friends and acquaintances, but without any provision for follow-up 

involvement by him in assessment of the events occurring during the 

alleged experiments, and at least one seal was installed in a boat that was 

later sold to strangers. Thus, Lough did not maintain any supervision and 

control over the seals during the alleged testing.24 

Lough argues that other evidence supports a finding that his uses were 

experimental, including his own testimony that the prototypes were 

installed for experimental purposes and the fact that the prototypes were 

used in such a manner that they were unlikely to be seen by the public. 

However, the expression by an inventor of his subjective intent to 

experiment, particularly after institution of litigation, is generally of 

minimal value. In addition, the fact that the prototypes were unlikely to be 

                                                   
22 See Paragon Podiatry Lab., Inc. v. KLM Lab., Inc., 984 F.2d 1182, 1188 (Fed. Cir. 

1993) (“[W]hen further combined with other factors, such as the inventor's failure to 

keep test records, the entire surrounding circumstances point to only one possible 

legal conclusion—that the sales [of the patented device] were commercial in nature 

and fall within the statutory bar.”); Sinskey, 982 F.2d at 499 (relying on patentee's 

failure to introduce medical records that would likely indicate that use of medical 

device was experimental). 

23 See In re Hamilton, 882 F.2d 1576, 1581–83 (Fed. Cir. 1989) (lack of involvement 

by inventor in alleged testing is an important factor in determining that use was not 

experimental). 

24 See Beachcombers v. WildeWood Creative Prods., 31 F.3d 1154, 1160 (Fed. Cir. 

1994) (sustaining jury's finding of public use based on inventor's failure to control use 

of the patented device and the future dissemination of information about it); Hamilton, 

882 F.2d at 1580 (“The Supreme Court [in City of Elizabeth ] has indicated that for an 

assertion of experimental use to have merit, it must be clear that the inventor kept 

control over his invention in the course of its testing.”). 
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seen by the public does not support Lough's position. As the Supreme 

Court stated in Egbert v. Lippmann: 

[S]ome inventions are by their very character only capable of being 

used where they cannot be seen or observed by the public eye. An 

invention may consist of a lever or spring, hidden in the running 

gear of a watch, or of a rachet, shaft, or cog-wheel covered from 

view in the recesses of a machine for spinning or weaving. 

Nevertheless, if its inventor sells a machine of which his invention 

forms a part, and allows it to be used without restriction of any 

kind, the use is a public one. 

Moreover, those to whom he gave the prototypes constituted “the public,” 

in the absence of meaningful evidence of experimentation. Thus, we find 

Lough's reliance on this additional evidence to be of minimal value when 

viewed in light of the totality of the other circumstances surrounding the 

alleged experimentation. 

We therefore hold that the jury had no legal basis to conclude that the 

uses of Lough's prototypes were experimental and that the prototypes 

were not in public use prior to the critical date. Our holding is consistent 

with the policy underlying the experimental use negation, that of providing 

an inventor time to determine if the invention is suitable for its intended 

purpose, i.e., to reduce the invention to practice. Lough's activities clearly 

were not consistent with that policy. We do not dispute that it may have 

been desirable in this case for Lough to have had his prototypes installed 

by mechanics of various levels of skill in boats that were exposed to 

different conditions. Moreover, Lough was free to test his invention in 

boats of friends and acquaintances to further verify that his invention 

worked for its intended purpose; however, Lough was required to maintain 

some degree of control and feedback over those uses of the prototypes if 

those tests were to negate public use.  

Lough's failure to monitor the use of his prototypes by his acquaintances, 

in addition to the lack of records or reports from those acquaintances 

concerning the operability of the devices, compel the conclusion that, as 

a matter of law, he did not engage in experimental use. Lough in effect 

provided the prototype seal assemblies to members of the public for their 

free and unrestricted use. The law does not waive statutory requirements 

for inventors of lesser sophistication. When one distributes his invention 

to members of the public under circumstances that evidence a near total 

disregard for supervision and control concerning its use, the absence of 
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these minimal indicia of experimentation require a conclusion that the 

invention was in public use. 

We conclude that the jury's determination that Lough's use of the 

invention was experimental so as to defeat the assertion of public use was 

incorrect as a matter of law. . . . 

CASE COMPREHENSION 

1. What is the experimental use exception?  What factors 

does a court consider in applying this exception? 

2. Where the inventor is an individual or a small business, 

does this fact affect how the court views less formal and 

seemingly casual experiments?  Does the court apply a 

different standard for individual inventors as compared to 

large corporations? 

3. What facts suggest a lack of control by Lough over the 

invention? 

4. Was the fact that Lough installed six prototypes in boats of 

friends and acquaintances fatal to his argument that he had 

not made a public use prior to the critical date?  Or is there 

another fact that makes those installations public uses? 

5. What should Lough have done to ensure that his 

installation of six prototypes would not constitute public 

uses? 

BEYOND THE CASE 

6. The seminal case for the experimental use exception is City 

of Elizabeth v. American Nicholson Pavement Co., 97 U.S. 

126 (1877), where the Supreme Court first articulated the 

doctrine.  There, the inventor, Samuel Nicholson, obtained 

a patent on his system of using wooden blocks for paving a 
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road.  The invention apparently prevented against “slipping 

of the horses’ feet, against noise, against unequal wear, and 

against rot and consequent sinking away from below.”  Id. 

at 127.  The defendants argued that Nicholson’s patent was 

invalid because he had made a public use of it for six years 

prior to his filing date.  Nicholson had, in fact, employed his 

method of paving on a public road well before his filing date.  

Indeed, he employed it on a main thoroughfare out of 

Boston.  During the years that the public used the 

pavement, Nicholson made almost-daily inquiries as to its 

condition.  The Court recognized that because of the nature 

of the invention—a durable pavement system for public 

roads—the sort of experimentation that Nicholson 

performed was necessary.  In the Court’s words: 

Nicholson wished to experiment on his pavement.  

He believed it to be a good thing, but he was not sure; 

and the only mode in which he could test it was to 

place a specimen of it in a public roadway.  He did 

this at his own expense, and with the consent of the 

owners of the road. Durability was one of the 

qualities to be attained.  He wanted to know whether 

his pavement would stand, and whether it would 

resist decay.  Its character for durability could not 

be ascertained without its being subjected to use for 

a considerable time.  He subjected it to such use, in 

good faith, for the simple purpose of ascertaining 

whether it was what he claimed it to be.  Did he do 

any thing more than the inventor of the supposed 

machine might do, in testing his invention?  The 

public had the incidental use of the pavement, it is 

true; but was the invention in public use, within the 

meaning of the statute?  We think not.  The 

proprietors of the road alone used the invention, and 

used it at Nicholson's request, by way of experiment. 

The only way in which they could use it was by 

allowing the public to pass over the pavement.  
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7.  Is it possible for an inventor to commercially exploit an 

invention while making an experimental use?  Answer: It 

depends.  The Federal Circuit has recognized the possibility 

of selling an embodiment of the invention while making an 

experimental use, but the presence of commercial 

exploitation weighs heavily against a finding of 

experimental use.  Any commercial exploitation must be 

incidental to the primary purpose of experimentation.  The 

Federal Circuit has explained:  

A use or sale is experimental for purposes of section 

102(b) if it represents a bona fide effort to perfect the 

invention or to ascertain whether it will answer its 

intended purpose.  If any commercial exploitation 

does occur, it must be merely incidental to the 

primary purpose of experimentation to perfect the 

invention.  Factors accepted to show an inventor’s 

experimental relationship with a customer despite a 

sale have included, for example, an agreement by 

the customer to use the device secretly and keep 

records of progress; a doctor-patient relationship 

where the inventor/doctor conducted the 

experimentation; and the continued control by the 

inventor of the patented equipment while in the 

hands of a purchaser. 

LaBounty Mfg., Inc. v. U.S. Int’l Trade Comm’n, 958 F.2d 

1066, 1071 (Fed. Cir. 1992).    
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C. PRIORITY 

The requirement that an invention be novel often raises the 

question of who first created an invention as between two inventors.  

Stated another way: Which of the inventors has priority over the 

other?  The answer to the issue of priority depends on whether pre-

AIA or AIA law governs.   

Priority Under AIA 

As between two inventors of the same invention, AIA rules 

recognize priority in the inventor who is the first to file.  

Nevertheless, exceptional circumstances could exist that would 

result in the patent going to the second to file.  Such circumstances 

include:  

(1) the first-to-file inventor failed to make sufficient disclosure 

of the invention in his specification;  

(2) the second-to-file inventor made a public disclosure of the 

invention both before the first-to-file inventor filed and no more 

than one year before the second-to-file inventor’s filing date;25  

(3) the first-to-file inventor derived his invention from the 

second-to-file inventor;26 and 

(4) the first-to-file inventor abandoned his application prior to 

its publication. 

Priority Under Pre-AIA 

Pre-AIA rules recognize priority according to the first to invent.  

Where there is a dispute between patent applicants as to who was 

                                                   
25 This exception would not apply if the first-to-file inventor also made a public 

disclosure, both prior to the disclosure of the second-to-file inventor and no 

more than one year before the first-to-file inventor’s filing date.  See 35 U.S.C. 

§ 102(b)(1)(B). 

26 The PTO holds a derivation proceeding to determine whether an applicant 

derived his invention from another party.  See 35 U.S.C. § 135 (2006). 
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first to invent (under pre-AIA rules), the PTO holds an 

administrative proceeding called an interference. 

First to RTP 

How does the PTO determine which inventor is the first to invent 

(for purposes of pre-AIA priority disputes)?27  Absent exceptional 

circumstances, the PTO deems the first inventor to have reduced 

the invention to practice to be the first to invent.  Recall that 

reduction to practice (RTP) occurs when the inventor has 

completed an embodiment (a working model) of the invention.28  

The embodiment must provide the inventor with confidence 

sufficient to conclude that the invention does work.   

Actual or Constructive RTP 

Reduction to practice may be actual or constructive.  Actual RTP 

occurs where the inventor creates an actual embodiment of the 

invention.  Constructive RTP occurs where the inventor files a 

patent application that satisfies the three requirements of § 

112(a)—written description, enablement, and best mode.  Hence, if 

two inventors file for a patent and neither can prove her actual RTP 

date, the first to file is deemed to be the first to have (constructively) 

reduced the invention to practice. 

Two Exceptions 

There are two exceptions to this presumption that the first to RTP 

is the first to invent.  (For the sake of simplicity in describing these 

exceptions, we will refer to the first inventor to RTP as “RTP1 

Inventor” and the second inventor to RTP as “RTP2 Inventor.”)  The 

first exception occurs where RTP2 Inventor is the first to conceive 

the invention.  Having conceived first, RTP2 Inventor will prevail 

against RTP1 Inventor if she can demonstrate that she worked with 

reasonable diligence toward RTP and filing for a patent.  She 

must show reasonable diligence from a time just before RTP1 

                                                   
27 See 35 U.S.C. § 102(g) (2006). 

28 See discussion supra Chapter 5, Part B.1. 
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Inventor’s conception date through the date of the reduction to 

practice by the RTP2 Inventor.  Importantly, conception occurs 

when an inventor forms a definite and permanent idea of a complete 

and operative invention.29  If these circumstances can be 

demonstrated, RTP2 Inventor will be awarded priority over RTP1 

Inventor. 

The second exception occurs where the RTP1 Inventor “abandoned, 

suppressed, or concealed” his invention whereas the RTP2 Inventor 

did not. 

Example (Pre-AIA) 

Suppose that Abel is the first to file for a patent on Widget.  Cain, 

however, was the first to actually RTP the Widget, so Cain might 

be able gain priority over Abel if Cain can show that his (Cain’s) 

actual RTP date is prior to Abel’s filing date.  However, if Abel can 

show that he conceived of Widget prior to Cain’s conception date 

and that he was reasonably diligent in working toward RTP from 

just before Cain’s conception date until Abel’s RTP, Abel will be 

awarded priority over Cain. 

To re-iterate: These principles of conception, RTP, and reasonable 

diligence apply only for pre-AIA rules (patent applications filed 

prior to March 16, 2013). 

In the case below, Griffith v. Kanamaru, the Federal Circuit applies 

these pre-AIA rules of priority.  The case focuses specifically on the 

issue of reasonable diligence. 

  

                                                   
29 Solvay S.A. v. Honeywell Int’l Inc., 742 F.3d 998 (Fed. Cir. 2014).  Notes and 

other such evidence are helpful in establishing the conception date. 
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Griffith v. Kanamaru 
816 F.2d 624 (Fed. Cir. 1987) 

NICHOLS, J. 

Owen W. Griffith (Griffith) appeals the decision of the Board of Patent 

Appeals and Interferences (board) (Patent Interference No. 101,562) that 

Griffith failed to establish a prima facie case that he is entitled to an award 

of priority against the filing date of Tsuneo Kanamaru, et al. (Kanamaru) 

for a patent on aminocarnitine compounds. We affirm. 

Background 

This patent interference case involves the application of Griffith, an 

Associate Professor in the Department of Biochemistry at Cornell 

University Medical College, for a patent on an aminocarnitine compound, 

useful in the treatment of diabetes, and a patent issued for the same 

invention to Kanamaru, an employee of Takeda Chemical Industries. The 

inventors assigned their rights to the inventions to the Cornell Research 

Foundation, Inc. (Cornell) and to Takeda Chemical Industries respectively. 

The technology established by this invention is not at issue in this appeal 

and is therefore not described further. 

Griffith had established conception by June 30, 1981, and reduction to 

practice on January 11, 1984. Kanamaru filed for a United States patent 

on November 17, 1982. The board found, however, that Griffith failed to 

establish reasonable diligence for a prima facie case of prior invention and 

issued an order to show cause under 37 C.F.R. § 1.617 as to why summary 

judgment should not be issued. . . . 

Griffith appeals on the issue of reasonable diligence. 

Analysis 

I 

This is a case of first impression and presents the novel circumstances of 

a university suggesting that it is reasonable for the public to wait for 

disclosure until the most satisfactory funding arrangements are made. The 

applicable law is the “reasonable diligence” standard contained in 35 

U.S.C. § 102(g) and we must determine the appropriate role of the courts 

in construing this exception to the ordinary first-in-time rule. The statute 

states as follows: 

A person shall be entitled to a patent unless— 
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(g) before the applicant's invention thereof the invention was 

made in this country by another who had not abandoned, 

suppressed, or concealed it. In determining priority of invention 

there shall be considered not only the respective dates of 

conception and reduction to practice of the invention, but also the 

reasonable diligence of one who was first to conceive and last to 

reduce to practice, from a time prior to conception by the other. 

Griffith must establish a prima facie case of reasonable diligence, as well 

as dates of conception and reduction to practice, to avoid summary 

judgment on the issue of priority. As a preliminary matter we note that, 

although the board focused on the June 1983 to September 1983 lapse 

in work, and Griffith's reasons for this lapse, Griffith is burdened with 

establishing a prima facie case of reasonable diligence from immediately 

before Kanamaru's filing date of November 17, 1982, until Griffith's 

reduction to practice on January 11, 1984.  

On appeal, Griffith presents two grounds intended to justify his inactivity 

on the aminocarnitine project between June 15, 1983, and September 

13, 1983. The first is that, notwithstanding Cornell University's 

extraordinary endowment, it is reasonable, and as a policy matter 

desirable, for Cornell to require Griffith and other research scientists to 

obtain funding from outside the university. The second reason Griffith 

presents is that he reasonably waited for Ms. Debora Jenkins to 

matriculate in the Fall of 1983 to assist with the project. He had promised 

her she should have that task which she needed to qualify for her degree. 

We reject these arguments and conclude that Griffith has failed to 

establish grounds to excuse his inactivity prior to reduction to practice. 

II 

The reasonable diligence standard balances the interest in rewarding and 

encouraging invention with the public's interest in the earliest possible 

disclosure of innovation. Griffith must account for the entire period from 

just before Kanamaru's filing date until his reduction to practice. As one of 

our predecessor courts has noted: 

Public policy favors the early disclosure of inventions. This 

underlies the requirement for “reasonable diligence” in reducing 

an invention to practice, not unlike the requirement that, to avoid 

a holding of suppression or concealment, there be no 
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unreasonable delay in filing an application once there has been a 

reduction to practice.30 

The board in this case was, but not properly, asked to pass judgment on 

the reasonableness of Cornell's policy regarding outside funding of 

research. The correct inquiry is rather whether it is reasonable for Cornell 

to require the public to wait for the innovation, given the well settled policy 

in favor of early disclosure. As the board notes, Chief Judge Markey has 

called early public disclosure the “linchpin of the patent system.” A review 

of caselaw on excuses for inactivity in reduction to practice reveals a 

common thread that courts may consider the reasonable everyday 

problems and limitations encountered by an inventor.31 

Griffith argues that the admitted inactivity of three months between June 

15, 1983, and September 13, 1983, which he attributes to Cornell's 

“reasonable” policy requiring outside funding and to Griffith's 

“reasonable” decision to delay until a graduate student arrived, falls within 

legal precedent excusing inactivity in the diligence context. We disagree.  

We first note that, in regard to waiting for a graduate student, Griffith does 

not even suggest that he faced a genuine shortage of personnel. He does 

not suggest that Ms. Jenkins was the only person capable of carrying on 

with the aminocarnitine experiment. We can see no application of 

precedent to suggest that the convenience of the timing of the semester 

schedule justifies a three-month delay for the purpose of reasonable 

diligence. Neither do we believe that this excuse, absent even a 

                                                   
30 Naber v. Cricchi, 567 F.2d 382, 385 n. 5 (7th Cir. 1977). 

31 See, e.g., Bey v. Kollonitsch, 806 F.2d 1024 (Fed. Cir. 1986) (delay in filing excused 

where attorney worked on a group of related applications and other applications 

contributed substantially to the preparation of Bey's application); Reed v. Tornqvist, 

436 F.2d 501 (C.C.P.A. 1971) (concluding it is not unreasonable for inventor to delay 

completing a patent application until after returning from a three week vacation in 

Sweden, extended by illness of inventor's father); Keizer v. Bradley, 270 F.2d 396 

(C.C.P.A. 1959) (delay excused where inventor, after producing a component for a color 

television, delayed filing to produce an appropriate receiver for testing the component); 

Courson v. O'Connor, 227 F. 890, 894 (7th Cir. 1915) (“exercise of reasonable 

diligence … does not require an inventor to devote his entire time thereto, or to 

abandon his ordinary means of livelihood”); De Wallace v. Scott, 15 App. D.C. 157 (D.C. 

Cir. 1899) (where applicant made bona fide attempts to perfect his invention, 

applicant's poor health, responsibility to feed his family, and daily job demands 

excused his delay in reducing his invention to practice); Texas Co. v. Globe Oil & 

Refining Co., 112 F. Supp. 455 (N.D. Ill. 1953) (delay in filing application excused 

because of confusion relating to war). 
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suggestion by Griffith that Jenkins was uniquely qualified to do his 

research, is reasonable. 

Griffith's second contention that it was reasonable for Cornell to require 

outside funding, therefore causing a delay in order to apply for such funds, 

is also insufficient to excuse his inactivity. The crux of Griffith's argument 

is that outside funding is desirable as a form of peer review, or monitoring 

of the worthiness of a given project. He also suggests that, as a policy 

matter, universities should not be treated as businesses, which ultimately 

would detract from scholarly inquiry. Griffith states that these 

considerations, if accepted as valid, would fit within the scope of the 

caselaw excusing inactivity for “reasonable” delays in reduction to practice 

and filing. 

. . . Griffith's excuses sound more in the nature of commercial 

development, not accepted as an excuse for delay, than the “hardship” 

cases most commonly found and discussed supra. Delays in reduction to 

practice caused by an inventor's efforts to refine an invention to the most 

marketable and profitable form have not been accepted as sufficient 

excuses for inactivity. Griffith's case is analogous to that in Seeberger v. 

Dodge.32 In that case, the inventor was the first to conceive of an 

improvement in an escalator and was attempting to show diligence. The 

court noted: 

The testimony shows that he [Seeberger] was a man of means, 

and might have constructed an escalator had he undertaken to 

do so. Instead of this, his constant effort was to organize 

corporations, or to interest capital in other ways, for the purpose 

of engaging in the general manufacture of escalators. 

The court held this unacceptable: 

One having the first complete conception of an invention cannot 

hold the field against all comers by diligent efforts, merely, to 

organize and procure sufficient capital to engage in the 

manufacture of his device or mechanism for commercial 

purposes. This is a different thing from diligence in actual 

reduction to practice. 

The comparison we draw is that Cornell University, like Seeberger, has 

made a clear decision against funding Griffith's project in order to avoid 

the risks and distractions, albeit different in each case, that would result 

                                                   
32 24 App. D.C. 476 (D.C. App. 1905). 
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from directly financing these inventions.  Griffith has placed in the record, 

and relies on, an able article by President Bok of Harvard, Business and 

the Academy, Harvard Magazine.  Bok is explaining the policy issues 

respecting academic funding of scientific research, for the benefit of 

Harvard's alumni who must, of course, make up by their contributions the 

University's annual deficit.  While much academic research could produce 

a profit, pursuit of such profit may be business inappropriate for a 

university though it would be right and proper for a commercial 

organization.  For example, it might produce conflicts between the roles of 

scientists as inventors and developers against their roles as members of 

the university faculty.  However large the university’s endowment may be, 

it may be better to enlist private funding and let this source of funds 

develop the commercial utilization of any invention as perhaps, the 

beneficial owner. If there is a patent, the source of funds may end up 

assignee of the patent. It seems also implicit in this policy choice that 

faculty members may not be allowed single-minded pursuit of reduction to 

practice whenever they conceive some idea of value, and at times the 

rights of other inventors may obtain a priority that a single-minded pursuit 

would have averted. . . .   

If, as we are asked to assume, Cornell also follows the policy Bok has so 

well articulated, it seems evident that Cornell has consciously chosen to 

assume the risk that priority in the invention might be lost to an outside 

inventor, yet, having chosen a noncommercial policy, it asks us to save it 

the property that would have inured to it if it had acted in single-minded 

pursuit of gain. 

III 

The board in this case considered primarily Griffith's contention that the 

Cornell policy was reasonable and therefore acceptable to excuse his 

delay in reduction to practice. Although we agree with the board's 

conclusion, it is appropriate to go further and consider other 

circumstances as they apply to the reasonable diligence analysis of 35 

U.S.C. § 102(g). The record reveals that from the relevant period of 

November 17, 1982 (Kanamaru's filing date), to September 13, 1983 

(when Griffith renewed his efforts towards reduction to practice), Griffith 

interrupted and often put aside the aminocarnitine project to work on 

other experiments. Between June 1982 and June 1983 Griffith admits 

that, at the request of the chairman of his department, he was primarily 

engaged in an unrelated research project on mitochondrial glutathione 

metabolism. Griffith also put aside the aminocarnitine experiment to work 
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on a grant proposal on an unrelated project. Griffith's statement in the 

record that his unrelated grant application, if granted, might “support” a 

future grant request directed to the aminocarnitine project does not 

overcome the conclusion that he preferred one project over another and 

was not “continuously” or “reasonably” diligent. Griffith made only minimal 

efforts to secure funding directly for the aminocarnitine project. 

The conclusion we reach from the record is that the aminocarnitine project 

was second and often third priority in laboratory research as well as the 

solicitation of funds.  We agree that Griffith failed to establish a prima facie 

case of reasonable diligence or a legally sufficient excuse for inactivity to 

establish priority over Kanamaru. 

CASE COMPREHENSION 

1. In order to satisfy the requirement for reasonable diligence, 

what would have Griffith needed to show? 

2. Is procurement of entrepreneurial funding for the invention 

a reasonable basis for delaying the filing of a patent 

application? 

3. Do the time demands of other inventive activities excuse a 

delay in filing the patent application? 

BEYOND THE CASE 

4. Do you believe that, under the totality of the circumstances, 

Griffith was reasonably diligent in reducing the invention 

to practice, despite the three-month delay?  Why or why not?  

What facts inform your decision with respect to the length 

of time at issue?  Should the complexity of the science 

underlying the invention (e.g., aminocarnitine compound) 

play a role in assessing the reasonableness? 

5. The Griffith court does not give weight to the delay caused 

by efforts to further commercial exploitation.  Yet in the 
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context of university research, how does a denial of outside 

funding practically affect inventive activity?  Isn’t funding 

often a practical necessity to engage in creative endeavors?  

Should this matter in assessing reasonable diligence? 

6. In order to secure as early a filing date as possible—and 

thereby gain priority—an inventor may file a provisional 

patent application.  A provisional application is simpler 

and less costly than the regular non-provisional application.  

It need not include a formal patent claim or information 

relating to prior art.  Once having filed the provisional 

application, an inventor has exactly one year to file the non-

provisional application, otherwise she loses her original 

filing date (of the provisional application) and likely also 

rights to a patent on the invention (assuming the 

provisional application discloses the invention and is 

published).  If the provisional application satisfies the 

enablement, written description, and best mode 

requirements of § 112(a), and if the applicant then files the 

non-provisional application within a year after the 

provisional application, her effective filing date becomes the 

date of filing the provisional application.  
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Chapter Review 

Key Concepts 

AIA or pre-AIA.  Rules governing novelty depend on whether the 

filing date is before March 16, 2013 (pre-AIA), or on or after March 

16, 2013 (AIA). 

Novelty under AIA.  Under AIA law, a claim is not novel if prior 

to the filing date: the public uses the invention; a printed 

publication describes the invention; the invention is on sale; or the 

invention is otherwise available to the public.  However, the 

inventor may make public disclosures of the invention up to one 

year prior to filing for a patent without defeating the novelty of her 

own invention. 

Novelty under pre-AIA.  Under pre-AIA law, a claim is not novel 

if prior to the invention date: the public knew of or used the 

invention in the United States; a printed publication described the 

invention; or the invention was described in an issued patent or a 

patent application published by the PTO. 

Statutory Bars.  Under pre-AIA law, the statutory bars make 

a claim invalid if prior to the critical date (i.e., prior to one year 

prior to the filing date): the invention was patented anywhere 

in the world; the invention was described in a printed 

publication anywhere in the world; the invention was in public 

use in the United States; or the invention was on sale in the 

United States.  

On Sale.  For an invention to be on sale, two elements must be met: 

(1) an embodiment of the invention must be the subject of a 

commercial offer for sale; and (2) the invention must be ready for 

patenting.  The second element must be established by showing 

either that the inventor had reduced the invention to practice or 

that the inventor prepared documents that enable a PHOSITA to 

make and use the invention. 
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Printed Publication.  A reference is considered a printed 

publication based on its public accessibility.  Even temporary 

displays of a reference may constitute a printed publication 

depending on the circumstances (e.g., duration; audience expertise; 

likelihood of copying). 

Known or Used.  An invention is known or used if the public is not 

restricted from gaining access to knowledge or use of the invention.  

This does not require that a significant portion of the public know 

of or use the invention.  Actual access by the public also is not 

necessary.  (Rosaire v. Baroid Sales Division.)  Transferring an 

embodiment of the invention to another person is a public use if the 

transfer is made without any limitation or restriction.  (Egbert v. 

Lippmann.) 

Experimental Use Exception.  A use of the invention that is 

restricted for testing and experimentation purposes, even if 

open to public view, is not a public use.  Courts consider 

evidence suggesting whether an inventor retains control of the 

invention when he allows others to use it. 

Priority (AIA) – First to File.  Priority rules apply where two 

inventors claim a patent on the same invention.  Under AIA rules, 

the first inventor to file for a patent is awarded priority. 

Nevertheless, exceptional circumstances could exist that would 

result in the patent going to the second to file.  Such circumstances 

include: the first-to-file inventor insufficiently disclosed the 

invention in the application; the second-to-file inventor made a 

prior disclosure (not more than one year prior to the second-to-file 

inventor's filing date); the first-to-file inventor derived his 

invention from the second-to-file inventor; and the first-to-file 

inventor abandoned his application prior to its publication. 

Priority (pre-AIA) – First to Invent.  Under pre-AIA rules, the 

first to invent is given priority.  The first to RTP (either actual or 

constructive) will be deemed the first to invent, unless the second 

to RTP can show that he was the first to conceive and that he 

worked with reasonable diligence (from just before the other 

inventor’s conception date through his own RTP).  
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Practice Problems 

1. Paul and Quincy both invent the same invention.  Paul 

conceives of the invention on January 1, 2010.  Quincy conceives 

the same invention on February 1, 2010.  Paul reduces to 

practice on March 1, 2010.  Quincy reduces to practice on April 

1, 2010.  Quincy files for a patent on May 1, 2010.  Paul files on 

June 1, 2010. 

Question: Who is awarded priority?  

2. Alice and Betty both invent the same invention.  Alice conceives 

of the invention on January 1, 2010.  Alice does nothing to RTP 

the invention until July 1, 2010, at which time she starts 

working toward filing an application with the PTO, using 

reasonable diligence all the way to her filing date of September 

1, 2010.  Alice never does create an embodiment of the 

invention.  Betty conceives the same invention on July 4, 2010, 

and reduces to practice by August 1, 2010.  Betty files for a 

patent on October 1, 2010. 

Question: Who has priority as between Alice and Betty? 

3. Mark conceives an invention that no one else has thought of.  

Two years after Mark conceives of the invention, he writes it 

down in great detail as part of his PhD dissertation.  When 

Mark submits that dissertation to the university, the university 

catalogues and indexes it in its library.  Ten months after 

submitting his dissertation to the university, Mark applies for 

a patent on his invention.  His filing date is February 10, 2016. 

Question: Does Mark’s application for a patent meet the 

requirement for novelty? 

4. Linda has created a solar-powered automobile (that stores 

electricity for cloudy days).  She wants to show her friend, Tom, 

her invention, who is an avid environmentalist.  Before she 
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does, though, Linda makes Tom promise that he won’t tell 

anyone about her new invention.  After Tom promises, Linda 

shows it to him and lets him take a short drive around the block 

for the purpose of testing how the car drives by someone other 

than herself.  Tom absolutely loves it.  There on the spot, Tom 

offers to buy it from Linda for a million dollars.  Linda refuses, 

telling Tom that it’s not for sale.  Two years later, Linda files 

for a patent on March 10, 2013. 

Question: Do any of the facts herein invalidate Linda’s patent 

claim?  

5. Ringo and George invent the same invention.  Ringo conceives 

of the invention on December 1, 2012.  He reduces to practice 

December 24, 2012.  George independently conceives the 

invention January 1, 2013 and reduces to practice two days 

later.  George files for a patent on March 20, 2013.  Ringo files 

for a patent on March 21, 2013.  Both Ringo and George have 

been reasonably diligent in their efforts to reduce to practice 

and file for a patent.  Neither has made their work available to 

the public. 

Question: Who has priority to the invention as between Ringo 

and George? 
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Answers 

1. Paul.  Pre-AIA rules govern because the filing occurred prior to 

March 16, 2013.  First to invent is given priority.  Paul is the 

first to RTP so he is the first to invent.  Also, Quincy did not 

conceive prior to Paul.  

2. Alice.  Pre-AIA rules govern because the filing occurred prior to 

March 16, 2013.  Betty was the first to RTP.  However, Alice 

was the first to conceive, and she was reasonably diligent prior 

to Betty’s conception all the way to her own filing date (and 

filing counts as constructive RTP). 

3. Yes.  AIA law governs because Mark’s filing date is after March 

16, 2013.  Mark may make a public disclosure of his invention 

during the year prior to his filing.  Mark’s dissertation is an 

enabling reference.  So when Mark submitted his dissertation 

to the university, and the university catalogued and indexed it, 

he made a public disclosure of an enabling reference in the form 

of a printed publication.  That occurred within one year prior to 

his filing date.  That disclosure did not defeat his claim of 

novelty. 

4. No.  Pre-AIA law governs because Linda’s filing date is prior to 

March 16, 2013.  The relevant question, then, is whether 

Linda’s claim is invalid under the statutory bars.  Does either 

the public-use or the on-sale bar apply?  If either a public use or 

an offer for sale occurred in the stated facts, that act would have 

occurred more than one year prior to her filing date, so the 

statutory bar would invalidate her claim.  But neither apply 

here.  With respect to the public-use bar, Tom’s driving of the 

car is not a public use.  Linda controlled Tom’s use, restricting 

it to driving it around the block.  Moreover, Tom’s driving was 

likely an experimental use given that Linda let him drive it to 

test its performance by someone other than herself.  With 

respect to the on-sale bar, Linda never sold nor offered to sell 

the car.  Tom’s offer to buy does not constitute an offer to sell.  
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Hence, none of the facts bar Linda from obtaining a patent on 

her invention. 

5. George.  AIA law governs because the filing date is after March 

16, 2013.  Under AIA rules, the first to file has priority.  George 

was the first to file.  Conception and RTP dates are irrelevant.



 

 


